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Docket No. 27206-060

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Re Application Serial No. 78/081,731 for
U.S. HISPANIC CHAMBER OF
COMMERCE FOUNDATION & Design

THE CHAMBER OF COMMERCE OF THE
UNITED STATES OF AMERICA,

Opposer,

VS.

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Applicant.

Opposition No. 91-156,321

APPLICANT UNITED STATES
HISPANIC CHAMBER OF COMMERCE
FOUNDATION’S AMENDED! MOTION
TO EXTEND TESTIMONY PERIOD OR
TO SUSPEND THE PROCEEDING

L PRELIMINARY STATEMENT AND MOTION

Applicant United States Hispanic Chamber of Commerce Foundation

(“Applicant”), by its counsel, hereby moves the Board for an extension of 60 days of

Applicant’s testimony period to conduct third-party testimony depositions that were

interfered with and delayed by Opposer The Chamber of Commerce Of The United

States Of America’s (“Opposer”) filing of ten motions to quash the subpoenas issued by

Applicant to such third parties. Also, on February 22, 2008, Opposer produced the final

versions of its eight testimony depositions taken eight months ago. The testimony

depositions were produced without showing what corrections were made. In the

alternative, Applicant moves to suspend this proceeding until the resolution of

Opposer’s motions to quash pending before a federal district court for the District of

1 This motion is amended to identify the cutrent status of the third-party testimony
depositions and to state an additional basis for the motion.




Columbia. Applicant’s testimony period is currently set to close on February 28, 2008;
Opposer’s rebuttal testimony period is set to close on April 28, 2008; and Applicant’s
rebuttal testimony period is set to close on June 14, 2008.

This motion is made for good cause on the grounds that following Applicant’s
issuance of testimony and document subpoenas to ten third-party chambers of
commerce, Opposer filed ten motions in three federal district courts seeking to quash
the document portions of the subpoenas. Opposer has thus prevented Applicant from
obtaining the subpoenaed documents and conducting the third-party testimony
depositions as scheduled and contemplated. The third-party testimony and
corroborating documents are relevant to show the weakness of Opposer’s alleged
“Chamber of Commerce” names and that they are generic.

Applicant has requested that Opposer agree to continue Applicant’s testimony
period for the purpose of taking the third-party depositions, but Opposer refused.
Further, after Applicant filed its original motion to extend its testimony periods or to
suspend this case, Opposer refused to reschedule several third-party depositions even
though the new proposed dates fall into Applicant’s testimony period. The
rescheduling of the third-party testimony depositions was at the request of the third
parties.

Further, Applicant received almost at the end of its testimony period the “final”
versions of Opposer’s eight testimony depositions — without any corrections identified
on the transcripts, even though Opposer’s witnesses apparently made corrections.
Applicant asked Opposer to send the corrections by way of errata or corrected pages
which would show the changes made, but none were provided.

Accordingly, Applicant seeks an extension of the remaining testimony dates as

follows:
PERIOD DATE

Period for Discovery to Close CLOSED




Testimony period for party in position CLOSED
of Plaintiff to close

Testimony period for party in position April 28, 2008
of Defendant to close

Rebuttal Testimony period for party June 28, 2008
in position of Plaintiff to close

Rebuttal Testimony period for party August 14, 2008
in position of Defendant to close

IL. STATEMENT OF FACTS

Applicant’s testimony period opened on January 30, 2008. To present evidence
in support of its case, that very day, Applicant noticed testimony depositions of its three
witnesses for February 20, 22 and 28, 2008. Additionally, on February 8, 2008,
Applicant issued subpoenas to ten third-party chambers of commerce, located in New
York City and the Washington, DC area, requiring them to appear for testimony
depositions and to produce a small number of documents on the dates immediately
preceding the respective deposition dates. (Exhibit A2.) The five document requests in
the subpoenas mostly sought representative samples of the documents that would trace
and illustrate the third parties’ respective testimonies, and tracked the documents
already found and produced by Applicant.

Prior to issuing the subpoenas, Applicant combed through the publicly available
information pertaining to hundreds of chambers of commerce around the country to
narrow the list of the potential third-party chamber of commerce witnesses down to ten
witnesses. Applicant then contacted the chambers of commerce on the final list to
obtain more information, request them to appear for testimony, and arrange dates.

Once this was done, on February 8, 2008, Applicant noticed the third-party witness

2 Attached as Exhibit A is a representative sample of the subpoenas issued to the third-
party chambers of commerce.




testimony depositions. Service of the subpoenas was effected on February 11 and 12,
2008, setting the depositions for February 25 through 28, 2008, respectively.

On February 13, 2008, Applicant received several phone calls from Opposer, in
which the latter threatened to file motions to quash if Applicant did not withdraw the
document portions of the subpoenas. Opposer alleged that Applicant could not require
third parties to produce documents at their respective testimony depositions because
discovery in this proceeding is closed. However, because Opposer lacked standing to
challenge the subpoenas, and because the subject document requests were narrow and
did not constitute discovery, Applicant did not withdraw the subpoenas. More
importantly, many of the third parties are already producing documents to augment
their testimony.

On or about February 14, 2008, Opposer filed four civil miscellaneous actions in
the U.S. District Court for the District of Columbia (Exhibit B), three in the U.S. District
Court for the Southern District of New York, and one in the U.S. District Court for the
Eastern District of Virginia. Opposer then filed ten motions to quash in these three
courts.

As a result of the motions to quash, on February 15, 2008, Applicant contacted
Opposer with a request to continue Applicant’s testimony period to allow it to take the
third-party depositions outside of the currently set testimony period. (Exhibit C.) On
February 19, 2008, Opposer responded with a pack of ten letters, each of them
* pertaining to a particular third-party chamber of commerce, refusing Applicant’s
request and inviting Applicant to petition the Board for an extension. (Exhibit D.)
Opposer then sent copies of the letters to each of the ten chambers of commerce.

As of the date of this motion, the four motions pending in the District of
Columbia are not yet set for hearing, and Applicant’s opposition to Opposer’s motions
filed there is due on February 28, 2008. Because Applicant’s testimony period is set to

close on that date, Applicant is precluded from obtaining any documents from the four




Washington, DC witnesses, because some of the third-party witnesses have become
uncomfortable complying with the subpoenas as a result of the motions to quash.

The hearing on the motion to quash pending in the Eastern District of Virginia
took place on February 22, 2008. The Court denied Opposer’s motion to quash.
Therefore the testimony deposition at issue there has gone forward as scheduled, and
the third-party chamber of commerce already provided the requested documents to
Applicant.

On February 19, 2008, without providing Applicant with a chance to submit a
written opposition to Opposer’s motions to quash before the hearing on the motions,
the Court in the Southern District of New York held a hearing on Opposer’s motion
pending there, after which it granted the motion.

On February 20 and 22, 2008, Applicant took testimony depositions of its two
witnesses, and on February 28, 2008, Applicant intends to take testimony deposition of
its one remaining witness. By this motion, Applicant thus only seeks extension of time
to complete the third-party depositions and obtain their documents as requested in the
subject subpoenas.

As a result of Opposer’s filing the motions to quash and its barrage of letters to
the third-party chambers of commerce regarding the motions and the parties’
scheduling disputes, several third parties have notified Applicant of their inability to
provide the requested documents and/or to appear at the respective depositions on the
dates proposed. Further, following Applicant’s filing of its motion to extend or to
suspend on February 25, 2008, Opposer refused, without providing any explanation, to
reschedule the deposition for one of the third-party chambers of commerce and
impliedly invited Applicant to petition the Board for an order allowing the
rescheduling. (Exhibit E.)

Finally, from June 19, 2008, to June 28, 2008, Opposer took the testimony

depositions of eight of its employees. Opposer served Applicant unsigned copies of the




transcripts in July 2007. Opposer served another, presumably revised set of testimony
transcripts in September 2007. On February 20, 2008, Applicant asked to receive the
second version of the testimony depositions of one of Opposer’s witnesses, which was
not received in September 2007. Opposer indicated that final corrected transcripts
would be received by Applicant on February 22, 2008. Applicant requested errata
sheets or corrected pages for the transcripts. (Exhibit H.) On February 22, 2008,
Applicant received the final corrected versions of the testimony transcripts for
Opposer’s eight witnesses, without any errata sheets or corrected pages included.
(Exhibit I.) Near the close of business on February 22, 2008, Applicant finally received
copies of presumably corrected deposition transcript pages. These copies, however, did
not show in any way what changes were made, and Applicant is now left to compare

the different versions of the transcripts word for word. (Exhibit J.)

III. THE MOTION SHOULD BE GRANTED

A. Opposer Interfered With the Completion of Applicant’s Third Party
Testimony Depositions

Applicant is aware of the Board’s weariness with the disputes that have taken
place between the parties in this and related cancellation proceedings. However, after
diligently verifying the correctness of the legal and factual bases for its requests of
third-party documents, facing inevitable delays caused by Opposer’s filing of ten
motions to quash in three federal district courts, and receiving no cooperation from
Opposer on rescheduling the depositions or on extending the period during which
Applicant could take the third-party testimony depositions, Applicant is forced to bring
this dispute before the Board.

Opposer, which no doubt is also cognizant of the Board’s warning regarding the
parties’ disputes, nevertheless found other forums in which to engage in procedural
games to disrupt Applicant’s testimony schedule and to ultimately prevent Applicant

from taking all testimony to prove Applicant’s case. Rather than address any third-




party document request issues before the Board , e.g., object to any documents provided
by the third parties or move for protective order, Opposer took the back door approach.
Regardless of whether Opposer is going to prevail on all of its motions to quash, it is
well on its way in impeding Applicant’s ability to rightfully obtain important third-
party testimony and documents.

Applicant’s need for additional time is not in any way caused by the inaction or
tardiness on Applicant’s part. As explained above in the Statement of Facts section,
Applicant diligently noticed the depositions of its and third-party witnesses, and
promptly served the subpoenas on the latter. Applicant contacted the third parties
before the testimony depositions to streamline the process for them, given the short
window of time for testimony.

That Opposer’s actions are designed to prevent Applicant from bringing in the
evidence of the overwhelming use of names including “Chamber of Commerce,”
particularly with a geographical or national designation by a multitude of entities
around the country for services identical or similar to those of Opposer, can also be seen
from the following.

First, Opposer lacks standing to move to quash Applicant’s subpoenas. “Even
outside the scope of the limited jurisdiction available under [35 U.S.C. §] 24, it is well
settled that a party to litigation cannot ordinarily file a motion to quash a subpoena
before the jurisdiction that issued it.” In re Subpoena Served on Rum Marketing Int’l, Ltd.,
2007 WL 2702206 at *4 (S.D. Fla. Sept. 14, 2007) (citations omitted). Under this well-
settled principle, a motion to quash should be made by the person to whom the
subpoena is directed, and a party may not make such a motion unless he has some
personal right or privilege with respect to the subject matter of the subpoena. See id.;
Novak v. Capital Mgmt. & Dev. Corp. 241 FR.D. 389, 394 (D.D.C. 2007); In re Application of
EB Foods, Inc., 2005 WL 2875366, *1 (5.D.N.Y. Nov 02, 2005) (denying a party’s motion to

quash on the grounds of, inter alia, lack of standing); Nova Prods., Inc. v. Kisma Video,




Inc., 220 F.R.D. 238, 241 (S.D.N.Y. 2004) (denying a party’s motion to quash for lack of
standing); Brown v. Braddick, 595 F.2d 961, 967 (5th Cir. 1979) (defendants do not have
standing because they are not in possession of the materials subpoenaed and have not
alleged any personal right or privilege regarding the subpoenaed materials); see also
York Group, Inc. v. York Southern, Inc., 2006 WL 3392247 at *2 (E.D. Ark. Oct 26, 2006)
(denying a party’s motion to quash for lack of standing); Green v. Baca, 2005 WL 283361
at *1 (C.D. Cal. Jan 31, 2005) (same); Diamantis v. Milton Bradley Co., 772 F.2d 3, 4-5 (1st
Cir. 1985) (“It is well settled under the standing doctrine that a party ordinarily may not
assert the legal rights of others.”). Further, although some courts have held that a party
has standing to quash a subpoena addressed to another if the subpoena “infringes upon
the movant’s legitimate interests,” this test has been only applied in criminal and grand
jury proceedings where the Federal Rules of Civil Procedure do not apply. Green, 2005
WL 283361 at *1.

As stated above, Opposer’s grounds for challenging Applicant’s subpoenas is
that they allegedly seek discovery outside of the discovery period in the opposition.
Opposer did not allege any privilege or other personal right that could be enforced to
prevent the subpoenaed third parties from violating any privilege or right. Instead,
Opposer states that it would be “severely prejudiced” as it “would not have the
opportunity to conduct any follow up discovery about the [subpoenaed] material.”
(Exhibit F3 at p. 5.) Yet, there is no prejudice to Opposer: it will have ample
opportunity to cross-examine the third parties’ respective witnesses about the produced
documents, and to further subpoena them during Opposer’s rebuttal period. Further,

Opposer’s “severe prejudice” excuse is not within the very narrow exception to the

3 Opposer’s motions to quash and accompanying memoranda filed in the three federal
courts are almost identical. Attached hereto as Exhibit F are copies of Opposer’s motion to
quash and accompanying memorandum and declaration filed in a district court for the Eastern
District of Virginia. The language quoted above appears on p. 5 of the memorandum in support
of the motion.




general rule of standing to challenge a subpoena. Denying the movant’s motion to

quash under a set of very similar facts, the court in Rum Marketing held as follows:

Therefore, whether one looks at this matter as a lack of
jurisdiction to grant the particular relief requested, or
alternatively a basic lack of standing under Rule 45 [of the
Federal Rules of Civil Procedure], the inevitable conclusion
is that the relief requested should be Denied. The pending
motion was not a motion filed by the subpoenaing party to
compel compliance, nor was it filed by the subpoenaed third
party seeking relief from the burdens imposed upon that
third party in responding to the subpoena. That denial is, of
course, without prejudice to [the movant] pursuing this
matter with the USPTO. ... But whether or not the subpoena
here should be modified or whether the deposition should
be rescheduled to accommodate [the movant] are matters
that should only be addressed before the USPTO.

Rum Marketing Int’l, Ltd., 2007 WL 2702206 at *5%.

Thus, Opposer should have brought its grievances regarding Applicant’s
purportedly “untimely discovery” requests before the Board, which is closely familiar
with this case and which has plenary authority over the trial schedule. Resolving the
document request issues before the Board would also certainly avoid having the three
federal courts reaching potentially disparate and contradictory results regarding the
same issues.’

Second, Opposer argued that Applicant is trying to reopen discovery by
requesting the third parties to bring documents for their respective testimony
depositions. This is not true. The five document requests identified in the subpoenas

seek a very small number of documents: four of the categories seek representative

4 A copy of the Run Marketing decision is attached hereto as Exhibit G.

5 The two district courts that heard Opposer’s motions (the courts for the Southern
District of New York and the Eastern District of Virginia) already reached two contradictory
results: whereas the New York court granted Opposer’s motion, the Virginia court denied it,
with both courts taking disparate positions, at least in part, on the issue of standing. The
Virginia court found the motion to quash moot because the third-party witness produced the
documents, but the court also was not persuaded by Opposer’s standing argument. A hearing
on Opposer’s motions in the District of Columbia has still not been set, as explained above.




samples of documents that would illustrate and augment the witness’ testimony, and the
fifth category asks for documents bearing on the potential bias of the witness. If
Applicant had issued a discovery subpoena to the third parties, its document requests
would be more numerous and broader in scope.

Third, the production of documents at trial, and therefore at a testimony
deposition, is expressly provided for under Rule 45 of the Federal Rules of Civil

Procedure. Rule 45 provides, in relevant part:

A command to produce documents, electronically stored
information, or tangible things or to permit the inspection of
premises may be included in a subpoena commanding
attendance at a deposition, hearing, or trial, or may be set
out in a separate subpoena.

A person commanded to produce documents, electronically
stored information, or tangible things, or to permit the
inspection of premises, need not appear in person at the
place of production or inspection unless also commanded to
appear for a deposition, hearing, or trial.

Fed. R. Civ. P. 45(a)(1)(C), 45(c)(2)(A) (emphasis added).

As stated in Puritan Inv. Corp. v. ASLL Corp., 1997 WL 793569 *1 (E.D. Pa. 1977),
“[t]rial subpoenas may be used to secure documents at trial for the purpose of memory
refreshment or trial preparation ... .” Despite this express language in Rule 45 and in
cases interpreting it, Opposer takes the position that a third party can never be required
to bring any documents to trial or to a testimony deposition. That is simply not the law.

Fourth, nowhere do the Trademark Rules state that the documents cannot be
produced after the close of discovery. Indeed, the TTAB rules expressly allow
discovery requests to be served up to the last day of the discovery period. 37 C.F.R.

§ 2.120(a); TBMP § 403.02. Even if rules required documents to be produced before the
testimony period, Opposer openly flaunted such a requirement by introducing during
its witnesses’ testimonies a substantial number of documents that had not been earlier

produced to Applicant.
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As stated above, Opposer’s interference with Applicant’s third-party testimony
depositions has already resulted in several third parties refusing to produce the
requested documents and/or to attend the depositions on the dates specified in the
subpoenas. Applicant also will not be able to obtain the documents from the
subpoenaed third parties located in Washington, DC until the Washington, DC court’s
resolution of Opposer’s four motions to quash pending there.

Moreover, Opposer has refused to reschedule the deposition of one of the third
parties until and unless Applicant obtains an order from the Board allowing it to
reschedule the deposition. After learning that the witness for the U.S. Women'’s
Chamber of Commerce could not appear for the deposition in person, but would be
willing to do so telephonically, Applicant requested that Opposer agree that the
deposition be taken by telephone. Without providing an explanation, Opposer refused
and suggested that Applicant first obtain an order from the Board allowing the
deposition to be taken telephonically. (Exhibit E.) Hoping to resolve such a simple
issue by stipulation and without petitioning the Board, Applicant received no
cooperation from Opposer. It is obvious that Opposer’s lack of cooperation on these
simple evidentiary issues is an attempt to improperly subvert Applicant’s ability to
present evidence of the weakness and genericness of Opposer’s “Chamber of
Commerce” names. Applicant’s counsel, who represents Applicant in this and the
related cancellation proceedings pro bono, is forced to spend considerable resources on
opposing baseless motions to quash in three jurisdictions, and now to petition the Board
to decide the issues that could have easily been resolved between the parties.

Accordingly, Applicant requests that the Board allow Applicant more time only
to conduct testimonies of the “unwilling” third parties and those located in
Washington, DC.

In the alternative, pursuant to 37 C.F.R. § 2.117, Applicant requests that the

Board suspend this proceeding pending the resolution of the four motions to quash

11



pending before the U.S. District Court for the District of Columbia. This option would
be less effective and desirable because, as of the filing date of this motion, it is unclear
when the court will set a hearing on the motions, and how long after the hearing is set

and conducted will the court issue a decision on the motions.

B. Opposer Served Final Versions of its Testimony Transcripts Without
Corrected Pages, Three Weeks Into Applicant’s Testimony Period

As an alternative basis for this motion, Applicant requires more time to take
testimony because it just received Opposer’s final, corrected and signed testimony
transcripts five days ago. Although Opposer was asked to provide errata sheets or
corrected pages to the transcripts showing the corrections, Opposer did not do so in
violation of 37 C.F.R. § 2.125(b); TBMP § 703.01(n).

Thus, Applicant prepared for its testimony period using outdated testimony
transcripts. Applicant does not know what changes were made between the first and
second versions (July 2007 and September 2007) or between those versions and the final
versions served on February 22, 2008. Further, Applicant did not even have one of the
transcripts that was supposedly sent in September, 2007.

In short, it is unfair of Opposer to wait until six days before the end of
Applicant’s testimony period to serve final versions of its testimony transcripts, which
also do not show the corrections made by the witnesses. See 37 C.F.R. § 2.125(a); TBMP
§ 703.01(m) and (n).

IV. CONCLUSION

For the above-stated reasons, Applicant requests that the Board extend
Applicant’s testimony period and the remaining dates in the proceeding by 60 days. In

the alternative, Applicant requests that the Board suspend this proceeding pending the
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resolution of Opposer’s four motions to quash pending before a federal district court for

the District of Columbia.

Respectfully submitted,

Date: February 27, 2008 /s/]ill M. Pietrini
Jill M. Pietrini
Andrew Eliseev
MANATT, PHELPS & PHILLIPS, LLP
11355 W. Olympic Blvd., 10th Floor
Los Angeles, California 90064
(310) 312-4000

Attorneys for Applicant
United States Hispanic Chamber
of Commerce Foundation

CERTIFICATE OF ELECTRONIC TRANSMISSION

I hereby certify that this corres¥ondence is being transmitted electronically
through ESTTA pursuant to 37 C.F.R. §2.195(a), on this 27th day of February, 2008.

/s/Monica Danner
Monica Danner

CERTIFICATE OF SERVICE

I hereby certify that the foregoing document has been served upon the attorney
for Applicant by depositing a copy thereof in an envelope addressed to: Erik Kane,
Kenyon & Kenyon, 1500 K Street, N.W., Washington, DC 20005-1257, on this 27th day of
February, 2008.

/s/Monica Danner
Monica Danner

41211384.1
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= AOBS (Rev. 12/07) Subpoena in a Civil Case

Issued by the

UNITED STATES DISTRICT COURT
DISTRICT OF COLUMBIA

The Chamber of Commerce of the United States of America,
Opposer, SUBPOENA IN A CIVIL CASE
V.

United States Hispanic Chamber of Commerce Foundation, Case Number:' U.S. Patent and Trademark
Applicant. Office, Trademark Trial and Appeal Board
Case No. 91-156,321

TO: The U.S. - Women's Chamber of Commerce
1200 G Street, N.W., Suite 800
Washington, D.C. 20005

[[] YOU ARE COMMANDED to appear in the United States District court at the place, date, and time specified below to
testify in the above case.

PLACE OF TESTIMONY COURTROOM

DATE AND TIME

YOU ARE COMMANDED to appear at the place, date, and time specified below to testify at the taking of a deposition
in the above case.

PLACE OF DEPOSITION DATE AND TIME
Manatt, Phelps & Phillips, LLP; One Metro Center, 700 12th Street, N.W_, Suite1100, | February 25, 2008, 1:00 p.m.

Washington, D.C. 20005. See Schedule A attached hereto.
X YOU ARE COMMANDED to produce and permit inspection and copying of the following documents or objects at the
place, date, and time specified below (list documents or objects):

See Schedule B attached hereto.
PLACE DATE AND TIME

Manatt, Phelps & Phillips, LLP; One Metro Center, 700 12th Street, N.-W., Suite1100, | February 22, 2008, 10:00 am.
Washington, D.C. 20005.
[[] YOU ARE COMMANDED to permit inspection of the following premises at the date and time specified below.

PREMISES DATE AND TIME

Any organization not a party to this suit that is subpoenaed for the taking of a deposition shall designate one or more officers,
directors, or managing agents, or other persons who consent to testify on its behalf, and may set forth, for each person designated, the

matters on which the person will testify. Federal Rule of Civil Procedure 30(b)(6).

ISSUING OFFICER'S SIGNATURE AND TITLE (INDICATE IF ATTORNEY FOR PLAINTIFF OR DEFENDANT) | DATE

%6{,{/ Attorneys for Applicant February lf , 2008

ISSUING OFFICER’S NAME, ADDRESS AND PHONE NUMBER
Andrew Eliseev
Manatt, Phelps & Phillips, LLP; 11355 W. Olympic Boulevard, Los Angeles, CA 90064;

Telephone: (310) 312-4384

(See Federal Rule of Civil Procedure 45 (c), (d), ard (), on next page)

! If action is pending in district other than district of issuance, state district under case number.

American LegalNet, inc.
www.Forms Workflow.com




AO88 (Rev. 12/07) Subpoena in a Civil Case (Pagc 2)

PROOF OF SERVICE
DATE PLACE
SERVED
SERVED ON (PRINT NAME) MANNER OF SERVICE
SERVED BY (PRINT NAME) TITLE
DECLARATION OF SERVER

I declare under penalty of perjury under the laws of the United States of America that the foregoing information contained

in the Proof of Service is true and correct.

Executed on

DATE

SIGNATURE OF SERVER

ADDRESS OF SERVER

Federal Rule of Civil Procedure 45 (c), (d), and (e), as amended on December 1, 2007:

(c) PROTECTING A PERSON SUBJECT TO A SUBPOENA.

(1) Avoiding Undue Burden or Expense; Sanctions. A pasty or attorney responsible for
issuing and serving a subpoena must take reasonable steps to avoid imposing undue burden or
expense on a person subject to the subpoena. The issuing court must enforce this duty and
impose an appropriate sanction — which may include lost earnings and reasonable attorney's
fees — on a party or attorney who fails to comply.

(2) Command to Produce Materials or Permit Inspection.

(A) Appearance Not Required. A person commanded to produce documents,
electronically stored information, or tangible things, or to permit the inspection of premises, need
not appear in person at the place of production or inspection unless also commanded to appear
for a deposition, hearing, or trial.

(B) Objections. A person commanded to produce documents or tangible things or to
permit inspection may serve on the party or attorney designated in the subpoena a written
objection to inspecting, copying, testing or sampling any or all of the materials or to inspecting
the premises — or to producing electronically stored information in the form or forms requested.
The objection must be served before the earlier of the time specified for compliance or 14 days
after the subpoena is served. If an objection is made, the following rules apply:

(i) At any time, on notice to the commanded person, the serving party may move
the issuing court for an order compelling production or inspection.

(ii) These acts may be required only as directed in the order, and the order must
protect a person who is neither a party por a party's officer from significant expense resulting
from compliance.

(3) Quashing or Modifying a Subpoena.

(A) When Required. On timely motion, the issuing court must quash or modify a
subpoena that:

(i) fails to allow a reasonable time to comply;

(ii) requires a person who is neither a party nor a party’s officer to travel more
than 100 miles from where that person resides, is employed, or regularly transacts business in
person — except that, subject to Rule 45(c)(3)(B)(iii), the person may be commanded to attend
a trial by traveling from any such place within the state where the trial is held;

(iii) requires disclosure of privileged or other protected matter, if no exception
or waiver applies; or

(iv) subjects a person to undue burden.

(B) When Permitted. To protect a person subject to or affected by a subpoena, the
issuing court may, on motion, quash or modify the subpoena if it requires:

(i) disclosing a trade secret or other confidential research, development, or
commercial information;

(ii) disclosing an unretained expert’s opinion or information that does not
describe specific occurrences in dispute and results from the expert’s study that was not
requested by a party; or

(iii) a person who is neither a party nor a party's officer to incur substantial
expense to travel more than 100 miles to attend trial

(C) Specifying Conditions as an Alternative. In the circurnstances described in Rule
45(c)(3)(B), the court may, instead of quashing or modifying a subpoena, order appearance or
production under specified conditions if the serving party:

(i) shows a substantial need for the testimony or material that cannot be otherwise
met without undue hardship; and
(ii) ensures that the subpoenaed person will be reasonably compensated.

(d) DUTIES IN RESPONDING TO A SUBPOENA.
(1) Producing Documents or Electronically Stored Information. These procedures apply
to producing documents or electronically stored information:

(A) Documents. A person responding to a subpoena to produce documents must
produce them as they are kept in the ordinary course of business or roust organize and label them
to correspond to the categories in the demand.

(B) Form for Producing Electronically Stored Information Not Specified. If a
subpoena does not specify a form for producing electronically stored information, the person
responding mmust produce it in a form or forms in which it is ordinarily maintained or ina
reasonably usable form or forms.

(C) Electronically Stored Information Produced in Only One Form. The person
responding need not produce the same electronically stored information in more than oce form.

(D) Inaccessible Electronically Stored Information. The person responding need not
provide discovery of electronically stored information from sources that the person identifies as
not reasonably accessible because of undue burden or cost On motion to compel discovery or
for a protective order, the person responding must show that the information is not reasonably
accessible because of undue burden or cost. If that showing is made, the court may nopetheless
order discovery from such sources if the requesting party shows good cause, considering the
limitations of Rule 26(b)(2)(C). The court may specify conditions for the discovery.

(2) Claiming Privilege or Protection.

(A) Information Withheld. A person withholding subpoenaed information under a

claim that it is privileged or subject to protection as trial-preparation material must:

(i) expressly make the claim; and

(ii) describe the nature of the withheld documents, communications, or
tangible things in a manner that, without revealing information itself privileged or protected, will
enable the parties to assess the claim.

(®) Information Produced. If information produced in response to a subpoena is
subject to a claim of privilege or of protection as trial-preparation material, the person making
the clhaim may notify any party that received the information of the claim and the basis for it.
Afler being notified, 2 party must promptly retwm, sequester, or destroy the specified
information and any copies it has; must not use or disclose the information uatil the claim is
resolved; mmst take reasonable steps to retrieve the information if the party disclosed it before
being notified; and may promptly present the information to the court under seal for a
determination of the claim. The person who produced the information must preserve the
information until the claim is resolved.

(e) CONTEMPT.

The issuing court may bold in contempt a person who, having been served, fails without
adequate excuse to obey the subpoena. A nonparty's failure to obey must be excused if the
subpoena purports to require the nonparty to attend or produce at a place outside the limits of
Rule 45(c)(3)(A)(i).

American LegaiNet, Inc.
www.Forms Workfiow.com
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MANATT, PHELPS &
PHiLLIPS, LLP
ATTORNEYS AT LAW

LOS ANGELES

SCHEDULE A
1. The date of the U.S. Women’s Chamber of Commerce’s (“USWCC”)
first use of its name and trademark U.S. WOMEN’S CHAMBER OF
COMMERCE, or any other mark or name including CHAMBER OF COMMERCE
(the “USWCC Marks”).
2. The types of products and services that the USWCC offers, sells or
sold under, or bearing or promoted as or under, the USWCC Marks (the “USWCC

Products and Services”).

3.  The USWCC’s marketing and/or advertising of the USWCC Products

and Services.

4.  The number and type of customers of the USWCC Products and
Services and/or the number of members of the USWCC.

5.  The amount spent by the USWCC to advertise or promote the USWCC
Products and Services from inception to the present.

6.  Publicity relating to the USWCC Products and Services, including but
not limited to, reviews, features, or mentions of the USWCC Products and Services
in any medium and all press releases relating to any USWCC Products and

Services.

7. Any instances of confusion between the USWCC (or the USWCC
Products and Services) and the U.S. Chamber of Commerce (or its products and
services).

8. Any instances of confusion between the USWCC (or the USWCC
Products and Services) and the U.S. Hispanic Chamber of Commerce (or its
products and services).

9.  Allegations of trademark infringement or any challenges to the use or
registration of the USWCC Marks, if any, by the U.S. Chamber of Commerce
against the USWCC.
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MANATT, PHELPS &
PHILLIPS, LLP
ATTORNEYS AT LAW

LOS ANGELES

SCHEDULE B

1.  Representative samples of documents and things reflecting the

advertising, promotion, offering for sale, and/or sale of USWCC’s Products and
Services, including but not limited to, catalogs, advertisements, website pages,
brochures, tradeshow materials, efc.

2. Representative samples of documents and things reflecting the total
number of USWCC members from inception to the present.

3.  Representative documents and things reflecting any publicity relating
to USWCC’s Products and Services, including but not limited to, press releases,
articles, stories, or the like featuring, mentioning, or reviewing USWCC’s Products

and Services.

4. Representative samples of documents and things reflecting the
geographic scope of USWCC’s use of the USWCC Marks.
5. Letters, emails, or the like reflecting communications with the U.S.

Chamber of Commerce, membership in the U.S. Chamber of Commerce, or any

agreements or licenses with the U.S. Chamber of Commerce.

41204031.1
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KENYON Erik C. Kane
L Direct 202.220.4294
KENYON ekane@kenyon.com
LLP
Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201
February 15, 2008
Via Federal Express
FEBE 1 g ;
Jill M. Pietrini, Esq. 7 2008
MANATT, PHELPS & PHILLIPS L.P. MANATI, PHELPs 3
11355 West Olympic Blvd. TRADEMAG: 2.

Los Angeles, California 90064-1614

Re:  The Chamber of Commerce of the United States v. U.S. Hispanic
Chamber of Commerce, Cancellation No. 91/156,321

Dear Jill:

Enclosed please find Notices of Designation of Related Civil Cases Pending in this
or any other United States Court filed today with the United States District Court.

Very truly yours,
KENYON & KENYON LLP
Erik C. Kane

ECK
cc:  Andrew Eliseev, Esq.

Edward T. Colbert, Esq.
William M. Merone, Esq.

DCO01 706509 v1 New York Washington, DC  Silicon Valley www.kenyon.com



CLERK'S OFFICE R E E (E)i;jv E B

UNITED STATES DISTRICT COURT -y Rey 4(96
FOR THE DISTRICT OF COLUMBIA Feg f 5 %08

NOTICE OF DESIGNATION OF RELATED CIVIL CASES PENDINGNCY MAYER WHITTINGTON, C1 g
IN THIS OR ANY OTHER UNITED STATES COURT 5. DISTRICT CQURT

Civil Action No. [ 10841 ¢ -€e01]
(To be supplied by the Clerk)

NOTICE TO PARTIES:

Pursuant to Rule 40.5(b)(2). you are required to prepare and submit this form at the time of filing any civil action which is
related to any pending cases or which involves the same parties and relates to the same subject matter of any dismissed related cases.
This form must be prepared in sufficient quantity to provide one copy for the Clerk’s records, one copy for the Judge to whom the
cases is assigned and one copy for each defendant, so that you must prepare 3 copies for a one defendant case, 4 copies for a two
defendant case, etc.

NOTICE TQ DEFENDANT:

Rule 405(b)(2) of this Court requires that you serve upon the plaintiff and file with your first responsive pleading or motion
any objection you have to the related case designation.

NOTICE TO ALL COUNSEL

Rule 405(b)(3) of this Court requires that as soon as an attorney for a party becomes aware of the existence of a related case
or cases, such attorney shall immediately notify, in writing, the Judges on whose calendars the cases appear and shall serve such notice

on counsel for all other parties.

The plaintiff , defendant or counsel must complete the following:

L RELATIONSHIP OF NEW CASE TO PENDING RELATED CASE(S).

A new case is deemed related to a case pending in this or another U.S. Court if the new case: {Check apprapriate box(e's)
below.}

D (a) relates to common property

) involves common issues of fact

D (c) grows out of the same event or transaction

[:] (d) involves the validity or infringement of the same patent
D (e} is filed by the same pro se litigant

2. RELATIONSHIP OF NEW CASE TO DISMISSED RELATED CASE(ES)

A new case is deemed related to a case dismissed, with or without prejudice, in this or any other U.S. Court, if the new case
involves the same partics and same subject matter.

Check box if new case is related to a dismissed case: [:j

3. NAME THE UNITED STATES COURT IN WHICH THE RELATED CASE [S FILED (IF OTHER THAN THIS
COURT):
4. CAPTION AND CASE NUMBER OF RELATED CASE(E'S). [F MORE ROOM (S NEED PLEASE USE OTHER SIDE.
The Chamber of Commerce of the USA v, US Hispanic Chamber of Commerce C.A. No. 1:08mc076

2/15 /08 ML Ke) D for 495 ISG

DATE Signature of Plaintiff /Defendant (or counsel)
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UNITED STATES DISTRICT COURT Rev. 4196
FOR THE DISTRICT OF COLUMBIA FEB 1 5 2008

NOTICE OF DESIGNATION OF RELATED CIVIL CASES PENDWEY MAYER wrayy
{N THIS OR ANY OTHER UNITED STATES COURT US. BiSTRIGT cgég?‘ ey

Civil Action No. [ { @g-—lﬂ(’, ‘000'72

(To be supplied by the Clerk)

NOTICE TO PARTIES:

Pursuant to Rule 40.5(b)(2), you are required to prepare and submit this form at the time of filing any civil action which is
related to any pending cases or which involves the same parties and relates to the same subject matier of any dismissed related cases.
This form must be prepared in sufficient quantity to provide one copy for the Clerk’s records, one copy for the Judge to whom the
cases is assigned and one copy for each defendant, so that you must prepare 3 copies for a one defendant case, 4 copies for 2 two
defendant case, etc. :

NOTICE TO DEFENDANT:

Rule 405(b)(2) of this Court requires that you serve upon the plaintiff and file with your first responsive pleading or motion
any objection you have to the related case designation.

NOTICE TO ALL COUNSEL

Rule 405(b)(3) of this Court requires that as soon as an attorney for a party becomes aware of the existence of a related case
or cases, such attorney shall immediately notify, in writing, the Judges on whose calendars the cases appear and shall serve such notice

on counsel for all other parties.

The plaintiff , defendant or counse! must complete the following:

I RELATIONSHIP OF NEW CASE TO PENDING RELATED CASE(S).

A new case is deemed related to a case pending in this or another U.S. Court if the new case: [Check appropriate box(e's)
below.]

D (a) relates to common property

(b) involves common issues of fact

D (c) grows out of the same event or transaction

[:] ) involves the validity or infringement of the same patent
D (e} is filed by the same pro se litigant

2. RELATIONSHIP OF NEW CASE TO DISMISSED RELATED CASE(ES)

A new case is deemed related to a case dismissed, with or without prejudice, in this or any other U.S. Court, if the new case
involves the same parties and same subject matter.

Check box if new case is related to a dismissed case: D

3. NAME THE UNITED STATES COURT IN WHICH THE RELATED CASE IS FILED (IF OTHER THAN THIS
COURT):
4. CAPTION AND CASE NUMBER OF RELATED CASE(E'S). [F MORE ROOM [S NEED PLEASE USE OTHER SIDE.
The Chamber of Commerce of the USA v. US Hispanic Chamber of Commerce C.A. No. 1:08mc076

Uir /08 G, b e tar 495 /56

DATE Signature of Plaintiff /Defendant (or counsel)




CLERK'S OFFICE H E Cg&V E D

UNITED STATES DISTRICT COURT Rev. 4/96
FOR THE DISTRICT OF COLUMBIA FEB 15 2008

NOTICE OF DESIGNATION OF RELATED CIVIL CASES PENDIN#NCY MaveR WHITTINGTg
IN THIS OR ANY OTHER UNITED STATES COURT us. D’Sm’CTCOUR¥' CLERK

Civil ActionNo.[ 108 -me-cc09

(To be supplied by the Clerk)

NOTICE TO PARTIES:

Pursuant to Rule 40.5(b)(2), you are required to prepare and submit this form at the time of filing any civil action which is
related to any pending cases or which involves the same parties and relates to the same subject matter of any dismissed related cases.
This form must be prepared in sufficient quantity to provide one copy for the Clerk’s records, one copy for the Judge to whom the
cases is assigned and one copy for each defendant, so that you must prepare 3 copies for a one defendant case, 4 copies for a two
defendant case, etc.

NOTICE TO DEFENDANT:

Rule 405(b)(2) of this Court requires that you serve upon the plaintiff and file with your first responsive pleading or motion
any objection you have to the related case designation.

NOTICE TO ALL COUNSEL

Rule 405(b)(3) of this Court requires that as soon as an attorney for a party becomes aware of the existence of a related case
or cases, such attorney shall immediately notify, in writing, the Judges on whose calendars the cases appear and shall serve such notice
on counsel for all other parties.

The plaintiff , defendant or counsel must complete the following:

I RELATIONSHIP OF NEW CASE TO PEND[NG RELATED CASE(S).

A new case is deemed related to a case pending in this or another U.S. Court if the new case: {Check appropriate box(e’s)
below.}

[:] (a) relates to common property

{b) involves common issues of fact

E] (©) grows out of the same event or transaction
D ()] involves the validity or infringement of the same patent
D (¢) is filed by the same pro se litigant

2. RELATIONSHIP OF NEW CASE TO DISMISSED RELATED CASE(ES)

A new case is deemed related to a case dismissed, with or without prejudice, in this or any other U.S. Court, if the new case
involves the same parties and same subject matter.

Check box if new case is related to a dismissed case: D

3. NAME THE UNITED STATES COURT IN WHICH THE RELATED CASE iS FILED (IF OTHER THAN THIS
COURTY):
4. CAPTION AND CASE NUMBER OF RELATED CASE(E'S). [F MORE ROOM IS NEED PLEASE USE OTHER SIDE.
The Chamber of Commerce of the USA v, US Hispanic Chamber of Commerce C.A. No. 1:08mc076

2 15/08 Iy, Oc 6ar. H95ISE

DATE Signature of Plaintiff /Defendant (or counsel)




RECEIVED
FEB 1 4 2008

NANCY MAYER WHITTINGTON, CLERK
U.S. DISTRICT COURT

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA

THE CHAMBER OF COMMERCE QF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA
Trademark Trial and Appeal Board

Movant, Opposition No.: 91/156,321
V. Serial No.: 78/081,731
UNITED STATES HISPANIC CHAMBER Case: 1:08-mc-00076
OF COMMERCE FOUNDATION, Assigned To : Kennedy, Henry H.
Assign. Date : 2/14/2008
Non-Movant. Description: Miscellaneous

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United State§ of America (“U.S. Chamber”), moves
pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces
tecum that The United States Hispanic Chamber of Commerce (“USHCOC”) has served on third
party, The U.S. — Women’s Chamber of Commerce, to prevent the production of the requested
documents. Through the issued trial subpoena duces tecum, USHCOC improperly seeks to
obtain document discovery during the middle of the trial phase of the administrative proceeding
referenced in the subpoena and more than eighteen months after discovery in that proceeding
closed. However, under the rules of the Trademark Trial and Appeal Board (“TTAB”) of the
U.S. Patent and Trademark Office (the body before which the referenced administrative
proceeding is pending), discovery may not be sought and cannot be required after the close of
discovery. Furthér, USHCOC has not sought the permission of the TTAB to reopen the
discos/éry period, undoubtedly because it knew that such a request coming at this late date (and

without good cause) would have been summarily denied.




RECEIVED

[N THE UNITED STATES DISTRICT COURT FEB 140
FOR THE DISTRICT OF COLUMBIA 8

NANCY MAYER
WHITTINGT
U.S. DISTRICT COUOn'rq' CLERK

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA
' Trademark Trial and Appeal Board

Movant, Opposition No.: 91/156,321
V. Serial No.: 78/081,731
UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION, Case: 1:08-mc-00077
Assigned To : Kennedy, Henry H.
Non-Movant. Assign. Date : 2/14/2008

Description: Miscellaneous

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber™), moves
pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces
tecum that The United States Hispanic Chamber of Commerce (“USHCOC”) has served on third
party, U.S. — Mexico Chamber of Commerce, to prevent the production of the requested
documents. Through the issued trial subpoena duces tecum, USHCOC improperly seeks to
obtain document discovery during the middle of the trial phase of the administrative proceeding
referenced in the subpoena and more than eighteen months after discovery in that proceeding
closed. However, under the rules of the Trademark Trial and Appeal Board (“TTAB”) of the
US. Patent and Trademark Office (the body before which the referenced administrative
proceeding is pending), discovery may not be sought and cannot be required after the close of
discovery. Further, USHCOC has not sought the permission of the TTAB to reopen the
discovery period, undoubtedly because it knew that such a request coming at this late date (and

without good cause) would have been summarily denied.




RECEIVED

IN THE UNITED STATES DISTRICT COURT
FOR THE DISTRICT OF COLUMBIA FEB 1 4 2008

THE CHAMBER OF COMMERCE OF THE
UNITED STATES OF AMERICA
Movant,

V.

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Non-Movant.

CY MAYER WHITTINGTON, CLERK
WA 1J.S. DISTRICT COURT

United States Patent and Trademark Office
Trademark Trial and Appeal Board
Opposition No.: 91/156,321

Serial No.: 78/081,731

Case: 1:08-mc-00078

Assigned To : Kennedy, Henry H.
Assign. Date : 2/1 4/2008
Description: Miscellaneous

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber™), moves

pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces

tecum that The United States Hispanic Chamber of Commerce (“USHCOC™) has served on third

party, The U.S. — Azerbaijan Chamber of Commerce, to prevent the production of the requested

documents. Through the issued trial subpoena duces tecum, USHCOC improperly seeks to

obtain document discovery during the middle of the trial phase of the administrative proceeding

referenced in the subpoena and more than eighteen months after discovery in that proceeding

closed. However, under the rules of the Trademark Trial and Appeal Board (“TTAB”) of the

U.S. Patent and Trademark Office (the body before which the referenced administrative

proceeding is pending), discovery may not be sought and cannot be required after the close of

discovery. Further, USHCOC has not sought the permission of the TTAB to reopen the

discovery period, undoubtedly because it knew that such a request coming at this late date (and

without good cause) would have been summarily denied.




RECEIVED

IN THE UNITED STATES DISTRICT COURT
FEB 1 4 2008

FOR THE DISTRICT OF COLUMBIA

NANCY MAYER WHITTINGTON
U.S. DISTRICT COURT CLERK

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA
Trademark Trial and Appeal Board
Movant, Opposition No.: 91/156,321
v. Serial No.: 78/081,731

UNITED STATES HISPANIC CHAMBER

Case: 1:08-mc-00079

OF COMMERCE FOUNDATION, Assigned To : Kennedy, Henry H.

Assign. Date : 2/14/2008

Non-Movant. Description: Miscellaneous

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber”), moves
pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces
tecum that The United States Hispanic Chamber of Commerce (“USHCOC”) has served on third
party, American-Russian Chamber of Commerce & Industry, to prevent the production of the
requested documents. Through the issued trial subpoena duces tecum, USHCOC improperly
seeks to obtain document discovery during the middle of the trial phase of the administrative
proceeding referenced in the subpoena and more than eighteen months after discovery in that
proceeding closed. However, under the rules of the Trademark Trial and Appeal Board
(“TTAB”) of the U.S. Patent and Trademark Office (the body before which the referenced
administrative proceeding is pending), discovery may not be sought and cannot be required after
the close of discovery. Further, USHCOC has not sought the permission of the TTAB to reopen
the discovery period, undoubtedly because it knew that such a request coming at this late date

(and without good cause) would have been summarily denied.




CERTIFICATE OF SERVICE
I hereby certify that on February 15, 2008, I caused a true and correct copy of the
foregoing Notices of Designation of Related Civil Cases Pending to be served by overnight

courier upon the following counsel and parties, as set forth below:

United States Hispanic Chamber of Commerce

Jill M. Pietrini

Andrew Eliseev

MANATT PHELPS & PHILLIPS, LLP
11355 W. Olympic Boulevard
Los Angeles, CA 90064-1614

Dep A dekes

KENYON & KENYON LLP

1500 K Street, N.W.; Suite 700
Washington, D.C. 20005

Tel.: (202) 220 - 4200

Fax: (202) 220 -4201

Counsel for Movant, The Chamber of Commerce
of the United States of America
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Page 1 of 1

Eliseev, Andrew

From: Eliseev, Andrew

Sent:  Friday, February 15, 2008 4:01 PM
To: ‘Kane, Erik'

Cc: Pietrini, Jill

Subject: Opposition No. 91-156,321

Erik,

We have received Opposer's motions to quash filed in federal courts in the Eastern District of Virginia, Southern
District of New York, and District of Columbia. Having to resolve the third-party testimony issues in court

will impede Applicant's ability to receive such testimony (and documents) before the close of Applicant's testimony
period. Therefore, we request that Opposer stipulate to continue Applicant's testimony period for 20 days to

allow the parties resolve the subpoena issues and conduct the subpoenaed parties' testimonies. This extension
will only be necessary to conduct the third-party depositions; the depositions of Applicant's withesses Frank
Lopez, Jose Nino and Monica Danner will go forward as previously noticed.

We hope to obtain Opposer's cooperation on this very necessary and reasonable extension to avoid having to
bring this dispute to the Board's attention. Let us know by Monday, February 18, 2008. If not, we will file a motion
to extend Applicant's testimony period or to suspend the case based on the newly filed actions to bar our
testimony depositions of third parties.

Andrew Eliseev

Manatt, Phelps & Phillips, LLP
11355 West Olympic Boulevard
Los Angeles, CA 90064

Tel. 310-312-4384

Fax 310-996-6986

CONFIDENTIALITY NOTICE: This e-mail transmission, and any documents, files or previous e-mail messages attached to it, may contain confidential
information that is legally privileged. If you are not the intended recipient, or a person responsible for delivering it to the intended recipient, you are
hereby notified that any disclosure, copying, distribution or use of any of the information contained in or attached to this message is STRICTLY
PROHIBITED. If you have received this transmission in error, please immediately notify us by reply e-mail at aeliseev@manatt.com or by telephone at
310-312-4000, and destroy the original transmission and its attachments without reading them or saving them to disk. Thank you.

2/26/2008
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I KKENYDN Erik C. Kane
S Direct 202.220.4294
K EN Y D N ekane@kenyon.com

LLP
Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The Belgian-American Chamber of Commerce in
the United States, which is presently scheduled for February 27, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28™ as
scheduled. Accord TBMP §509.02 (““A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony

taken after February 28™ unless the Board first agrees to extend the period. Specifically, the U.S.

Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28". However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valiey www.kenyon.com



Jill M. Pietrini, Esq.
February 19,2008 | : (
Page 2

As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

bl K

Erik C. Kane

ECK
cc: The Belgian-American Chamber of Commerce in the United States (facsimile only)




KENYON Erik C. Kane
S Direct 202.220.4294
K ENYO N ekane@kenyon.com
LLP
Intellectual Property Law 1500 K Street, N\W
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The U.S. — Azerbaijan Chamber of Commerce,
which is presently scheduled for February 27, 2008 in Washington, DC.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (““A party has no right to assume that its motion to extend ..
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707 03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28". However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscnbed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC Silicon Valley www.kenyon.com




Jill M. Pietrini, Esq.
February 19, 2008 I : (
Page 2

As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

Lk

Erk C. Kane

ECK
cc: The U.S. — Azerbaijan Chamber of Commerce (facsimile only)
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LLP
Intetltectual Property Law 1500 K Street, NW
Washington, DC 20005-1257
202.220.4200
Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The Swedish — American Chambers of Commerce
USA, which is presently scheduled for February 25, 2008 in Los Angeles.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28™ unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28" However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,
KENYON & KENYON LLP

ek

Erik C. Kane

ECK
cc: The Swedish — American Chambers of Commerce USA (facsimile only)
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Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The Spain-U.S. Chamber of Commerce, which 1s
presently scheduled for February 28, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28", as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28". However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,
KENYON & KENYON LLP

(e k)

Erik C. Kane

ECK
cc: The Spain-U.S. Chamber of Commerce (facsimile only)
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LLP
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Fax 202.220.4201
February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietnini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The U.S./Austrian Chamber of Commerce, which 1s
presently scheduled for February 28, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on F ebruary 28", as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear fora
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28" However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

Ll &

Erik C. Kane

ECK
cc: The U.S./Austrian Chamber of Commerce (facsimile only)
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February 19, 2008
VIA FACSIMILE & EMAIL

Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The French American Chamber of Commerce in the
United States, which is presently scheduled for February 27, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (“‘A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28" However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,
KENYON & KENYON LLP

L k.

Erik C. Kane

ECK
cc: The French American Chamber of Commerce in the United States (facsimile only)
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Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The Argentine-American Chamber of Commerce,
which is presently scheduled for February 27, 2008 in New York, NY.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28", as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28™ unless the Board first agrees to extend the period. Specifically, the U.s.
Chamber will move to quash any subpoena that seeks to compel a third part to appear fora
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28™. However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do pot intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

Ll K

Erik C. Kane

ECK
cc: The Argentine-American Chamber of Commerce (facsimile only)
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February 19, 2008
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Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156.,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The American-Russian Chamber of Commerce &
Industry, which is presently scheduled for February 26, 2008 in Washington, DC.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28" as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28™ cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28". However, if the third party cannot attend at all prior to February 28® we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

Gl e

Erik C. Kane

ECK
cc: The American-Russian Chamber of Commerce & Industry (facsimile only)
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Jill M. Pietrini, Esq.

Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The U.S. - Mexico Chamber of Commerce, which 1s
presently scheduled for February 25, 2008 in Washington, DC.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28", as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28™ cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28" However, if the third party cannot attend at all prior to February 28" we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do not intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,
KENYON & KENYON LLP

Ll ks

Erk C. Kane

ECK
cc: The U.S. - Mexico Chamber of Commerce (facsimile only)
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Andrew Eliseev, Esq.

MANATT, PHELPS & PHILLIPS L.P.
11355 West Olympic Blvd.

Los Angeles, California 90064-1614

RE: US Chamber v. US Hispanic Chamber, Opposition No. 91/156,321

Dear Jill and Andrew:

You have requested that the U.S. Chamber consent to extending your testimony period to
reschedule your third party deposition of The U.S. — Women’s Chamber of Commerce, which
is presently scheduled for February 25, 2008 in Washington, DC.

As you know, the U.S. Chamber does not believe that the subpoena duces tecum you
served on this third party was proper, which led to the U.S. Chamber filing its motion to quash.
We therefore do not believe that the pendency of that motion should constitute valid grounds for
rescheduling the deposition such that it takes place outside the designated testimony period, and
the U.S. Chamber will not consent to extending your testimony period. You, of course, may
petition the Trademark Trial and Appeal Board for an extension, but unless and until that request
is granted, the U.S. Chamber will presume that your testimony will close on February 28™ as
scheduled. Accord TBMP §509.02 (“A party has no right to assume that its motion to extend ...
made without the consent of the adverse party will always be granted automatically.”).

As it would be improper for Applicant to take trial testimony outside of its testimony
period, see TBMP §707.03(b), 37 CFR §2.121(a), the U.S. Chamber will object to any testimony
taken after February 28" unless the Board first agrees to extend the period. Specifically, the U.S.
Chamber will move to quash any subpoena that seeks to compel a third part to appear for a
deposition after the February 28" cut-off date, and will move to strike any late testimony taken
voluntarily. To be sure, if the third party cannot attend on the scheduled date, we would be
willing to attend the deposition on a different date, provided that all testimony is completed by
February 28". However, if the third party cannot attend at all prior to February 28™ we would
submit that your inability to complete all of your testimony depositions within your proscribed
testimony period (which opened last August) is a result of your not pursuing subpoenas until the
end of your testimony period and would not provide a valid basis for extending time.

New York Washington, DC  Silicon Valley www.kenyon.com
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As we have already made arrangements to attend the deposition as noticed, and have not
received any indications that the third party is unable to attend, we presume that the deposition
will go forward as presently noticed. If you do pot intend to take the deposition on the scheduled
date and time, please let us know immediately. Should Applicant cancel the deposition only at
the last moment and/or fail to attend, the U.S. Chamber will seek appropriate costs and attorney
fees with the court that issued the subpoena to the extent permitted under Fed. R. Civ. Pro. 45.

Regards,

KENYON & KENYON LLP

oy

Erik C. Kane

ECK
cc: The U.S. — Women’s Chamber of Commerce (facsimile only)
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Eliseev, Andrew

From: Kane, Erik [Ekane @kenyon.com]
Sent:  Tuesday, February 26, 2008 7:35 AM
To: Eliseev, Andrew; Colbert, Edward
Cc: Merone, William; Neal, Stephen
Subject: RE: Deposition Schedule Changes

Andrew,

Sorry for the delay, but | received your email after the close of business last night. We are not willing to consent
to your taking your trial depositions telephonically. In the absence of a Board Order to the contrary, we presume
that no telephonic depositions will take place.

Regards,
Erik

From: Eliseev, Andrew [mailto:AEliseev@manatt.com]
Sent: Monday, February 25, 2008 5:59 PM

To: Colbert, Edward

Cc: Merone, William; Kane, Erik

Subject: RE: Deposition Schedule Changes

Ed,

Although the U.S. Women's CoC's witness is not available to testify on the date specified in the subpoena, the
witness is willing to testify over the phone on Wednesday, February 27, 2008 at 10 a.m. EST. Please let me know
as soon as possible whether you are available to attend the witness' testimony by phone at that time.

Andrew

From: Colbert, Edward [mailto:EColbert@kenyon.com]
Sent: Monday, February 25, 2008 7:25 AM

To: Eliseev, Andrew

Cc: Merone, William; Kane, Erik

Subject: Deposition Schedule Changes

Andrew:

Thank you for letting me know about the cancellation of the Monday depositions. | attach a revised scheulde
below showing my current understanding of the schedule. It appears that there are still 3 uncertain depositions.
Both Wednesday depositions remain uncertain, and one on Thursday. Since we have to make arrangements to
travel to New York, | would appreciate learning as soon as possible if they have been confirmed or if they have
been cancelled.

Date Time Location Name

2/25/08 9:00a DC United States-Mexico CoC OFF

2/26/2008
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2/25/08 1:00p DC U.S.-Women's CoC OFF
2/25/08 9:00A LA Swedish-American CoC USA ON
2/26/08 9:00a DC American-Russian CoC  OFF
2/27/08 9:00a DC United States-Azerbaijan OFF
2/27/08 9:00a NY French American CoC OFF
2/27/08 12:00p NY Belgian-American CoC UNCERTAIN
2/27/08 3:00p NY Argentine-American UNCERTAIN
2/28/08 9:00a NY U.S./Austrian UNCERTAIN
2/28/08 10:30a Los Angeles, CA  Monica Danner ON
2/28/08 12:00p NY Spain - U.S. ON
Yours,

Ed Colbert

Edward T. Colbert

Kenyon & Kenyon LLP

1500 X Street, NW | Washington, DC 20005-1257
202.220.4280 Phone | 202.220.4201 Fax
ecolbert@kenyon.com | www.kenyon.com

This message, including any attachments, may contain confidential, attorney-client privileged, attorney work product, or
business confidential information, and is only for the use of the intended recipient(s). Any review, use or distribution by
others is prohibited. If you are not the intended recipient, please contact the sender and delete all copies.

IRS CIRCULAR 230 DISCLOSURE: To comply with requirements imposed by recently issued treasury regulations, we
inform you that any U.S. tax advice contained in this communication (including any attachments) is not intended or written
by us, and cannot be used by you, for the purpose of (i) avoiding penalties under the Internal Revenue Code or (ii) promoting,
marketing or recommending to another person any transaction or matter addressed herein. For information about this legend,

20 to http://www.manatt.com/circ230
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IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

THE CHAMBER OF COMMERCE OF THE
UNITED STATES OF AMERICA

Movant,

V.

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Non-Movant.

United States Patent and Trademark Office
Trademark Trial and Appeal Board
Opposition No.: 91/156,321

Serial No.: 78/081,731

MOTION TO QUASH TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber”), moves

pursuant to Rule 45(c) of the Federal Rules of Civil Procedure, to quash the subpoena duces

tecum that The United States Hispanic Chamber of Commerce (“USHCOC”) has served on third

party, the Swedish-American Chambers of Commerce USA, to prevent the production of the

requested documents. Through the issued trial subpoena duces tecum, USHCOC improperly

seeks to obtain document discovery during the middle of the trial phase of the administrative

proceeding referenced in the subpoena and more than eighteen months after discovery in that

proceeding closed. However, under the rules of the Trademark Trial and Appeal Board

(“TTAB”) of the U.S. Patent and Trademark Office (the body before which the referenced

administrative proceeding is pending), discovery may not be sought and cannot be required after

the close of discovery. Further, USHCOC has not sought the permission of the TTAB to reopen

the discovery period, undoubtedly because it knew that such a request coming at this late date

(and without good cause) would have been summarily denied.




The specific grounds on which Movant requests relief are set forth more fully in the
accompanying memorandum and in the Declaration of Erik C. Kane, which is filed concurrently
herewith. Given that the stated return date for the subpoena duces tecum is February 22, 2008,
the U.S. Chamber respectfully requests expedited resolution of this motion.

Counsel for Movant hereby certifies that he conferred with counsel for the Non-Movant
and attempted in good faith to resolve or narrow the issues raised by this motion. Non-Movant’s
counsel has indicated he will oppose this motion.

Respectfully submitted,

KENYON & KENYON LLP

Date: :\)//3/07 By: ﬁ\/c. %VZ

William M. Merone (VSB #38,861)
Erk C. Kane (VSB #68,294)
KENYON & KENYON LLP

1500 K Street, N.W_; Suite 700
Washington, D.C. 20005

Tel.: (202) 220 - 4200

Fax: (202) 220 - 4201

Counsel for Movant, The Chamber of Commerce
of the United States of America



IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office
UNITED STATES OF AMERICA
Trademark Trial and Appeal Board
Movant, Opposition No.: 91/156,321

V. Serial No.: 78/081,731

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Non-Movant.

MEMORANDUM IN SUPPORT OF MOVANT’S MOTION TO QUASH
TRIAL TESTIMONY SUBPOENA DUCES TECUM

The Chamber of Commerce of the United States of America (“U.S. Chamber”), submits
this memorandum in support of its motion to quash the subpoena duces recum issued by the
United States Hispanic Chamber of Commerce Foundation (“USHCOC”) on third party,
Swedish-American Chambers of Commerce USA. Through the trial subpoena duces tecum,
USHCOC improperly seeks third-party document discovery more than eighteen months after the
close of discovery in the referenced administrative proceeding, and even though such actions are
forbidden under the rules of the Trademark Trial and Appeal Board (“TTAB”) of the U.S. Patent
and Trademark Office, before which body the administrative proceeding is pending.

The broad categories of documents that USHCOC seeks from the third party could have
- been requested during the applicable discovery period, or, if necessary, USHCOC could have
petitioned the TTAB to extend (or reopen) the discovery period so as to permit the desired
discovery. USHCOC, however, did neither, and instead seeks last minute and disruptive

discovery during the middle of the parties’ trial testimony period (which is akin to seeking



discovery during an ongoing trial). Requesting that third party produce documents at this stage
of the proceedings is improper, and also highly prejudicial. Accordingly, the U.S. Chamber

respectfully requests that the Court quash the USHCOC’s subpoena for document production.

BACKGROUND

The administrative proceeding referenced in the subpoena at issue in this motion is The
Chamber of Commerce of the United States of America v. United States Hispanic Chamber of
Commerce Foundation, Opposition No. 91-156231, which is pending before the Trademark Trial
and Appeal Board (“TTAB”) of the U.S. Patent and Trademark Office. The underlying dispute
concems the USHCOC’s attempt to register a certain trademark in the Trademark Office.

The proceeding commenced on April 11, 2003, and discovery closed on June 1, 2006.
(See Declaration of Erik C. Kane, § 2 “Kane Decl.””). At present, the parties are in the middle of
the trial phase known as the “testimony period.” During the testimony period—much like in a
regular trial—the parties call witnesses to testify on their behalf, with the witnesses’ testimony
being recorded and submitted in deposition form (rather than having witnesses testify live) .

The U.S. Chamber’s testimony period closed on June 29, 2007 (Kane Decl. § 3), which
means that the U.S. Chamber, in effect, is done putting on its opening case. The USHCOC, as
the “Defendant™ (called the “Applicant” before the TTAB), is presently in the middle of its
testimony period, which period is scheduled to close on February 28, 2008. (Kane Decl. 44).

On January 31, 2008, USHCOC provided the U.S. Chamber with three Notices of Trial
Depositions, scheduling thé tria] depositions of three party (or party—controlled) witnesses for
later this month (which was proper). On Friday, February 8, 2008, USHCOC then served ten

subpoenas ad testificandum on various third parties, scheduling ten additional trial depositions



all for the last week of February (which is highly suspect).! However, in addition to those
subpoenas ad testificandum, USHCOC also served ten subpoenas duces tecum through which its
seeks document productions (which is improper), including the subpoena at issue here.” (Kane
Decl. 15). The subpoena duces tecum calls for the Swedish-American Chambers of Commerce
USA to produce a wide range of documents to counsel for USHCOC on February 22, 2008,

which is before the appearance date for trial testimony noticed in the same subpoena. 7d.

ARGUMENT

All proceedings before the Trademark Trial and Appeal Board are governed by the
Lanham Act, 15 U.S.C. § 1051 et seq., and the administrative rules governing those proceedings
may be found in Parts 2 and 7 of Title 37 of the Code of Federal Regulations (“the Trademark
Rules”). While these procedural rules are based largely on the Federal Rules of Civil Procedure,
they have been modified by the TTAB to take into account the particular administrative nature of
the proceedings. See Trademark Board Manual of Procedure (“TBMP”)*, §101.01 (See Kane
Decl. §6). As aresult, the propriety of the requested discovery must be evaluated under the

Trademark Rules, which also control in the event of any conflict with other rules. See Chevron

! The USHCOC must put on all of its testimony by February 28, 2008, but yet waited until the very last moment
before noticing the third party trial depositions. Thus, it is doubtful that the USHCOC will be able to complete all of
the depositions by the close of trial given that the schedules of the third parties presumably are unknown. In fact,
what seems to be happening is that the USHCOC intends to seek an extension of its trial period on the basis that it
supposedly needs to “accommodate” the scheduling concerns of these third parties, even though USHCOC has
already had more than 6 months to put on its case. Whether the TTAB would grant an extension is unknown.

? Applicant has additionally served nine other subpoenas duces tecum on third parties, with those subpoenas issuing
from the U.S. District Court of the Southern District of New York, (5 subpoenas), and the U.S. District Court for the
District of Columbia (4 subpoenas). The U.S. Chamber has filed motions to quash the subpoenas issued from those

Jjurisdictions on the same grounds as presented here.

* The Trademark Board Manual of Procedural is the document in which the TTAB undertakes to “describe[]
current practice and procedure under the applicable authority.” See TBMP, Introduction.



US.A., Inc. v. Natural Resources Defense Council, Inc., 467 U.S. 837, 844 (1984) (“We have
long recognized that considerable weight should be accorded to an executive department's
construction of a statutory scheme it is entrusted to administer, and the principle of deference to
administrative interpretations.”); see also Meyer v. Holley, 537 U.S. 280, 281 (2003) ("[T]he
Court ordinarily defers to an administering agency's reasonable statutory interpretation.”)

By way of the subpoena duces tecum at issue before the Court, the USHCOC seeks the
production of broad categories of documents from the Swedish-American Chambers of
Commerce USA. However, as discovery closed in this administrative proceeding more than
eighteen months ago, and considering further that the Trademark Rules (even more so than the
Federal Rules) do not permit discovery outside of the designated period, the subpoena is
decidedly improper. Further, a trial testimony subpoena may not be used as a post-discovery
discovery device. The subpoena should therefore be quashed and the Court should order that the

documents not be produced.

I The USHCOC Cannot Unilaterally Reopen the Discovery Period

The USHCOC is seeking the production of documents from various third parties even
though the discovery period for the referenced administrative proceeding closed more thane
eighteen months ago. The TTAB is very clear that discovery devices such as requests for
production of documents can only be served and used during discovery. See TBMP, §403.01
(“The discovery devices ... are available for use only during the discovery period. A party has
no obligation to respond to an untimely request for discovery”) (footnote omitted); 37 CF.R. §
2.120(a) (2008) (“Discovery depositions must be taken, and [written discovery requests] must be

served, on or before the closing date of the discovery period as originally set or as reset.”). Any



request to reopen the discovery period must be approved by the TTAB, and the request must be
accompanied by a showing of “excusable neglect.” TBMP, §509.01(b); see also 37 C.F.R. §
2.120(a)(2); Pumpkin Ltd. v. The Seed Corps, 43 U.S.P.Q.2d 1582 (TTAB 1997) (adopting
analysis set forth in Pioneer Investment Serv. Co. v. Brunswick Assoc. L.P., 507 U.S. 380
(1993)).

Under the present circumstances, the TTAB would unlikely grant a motion to reopen
discovery. As noted previously, the parties are in the middle of their trial testimony period, with
discovery having closed more fhan eighteen months ago. The TTAB has noted that mere delay
in initiating discovery does not constitute good cause for even an extension of the discovery
period, let alone reopening it. See TBMP, §403.04 (“mere delay in initiating discovery does not
constitute good cause for an extension of the discovery period”); see also id., §509.01(b) (noting
that “the third Pioneer factor, 1.¢., ‘the reason for the delay, including whether it was within the
reasonable control of the movant,” may be deemed to be the most important of the ... factors”

“when ruling on whether to reopen discovery in a particular case). Here, the USHCOC has not
only waited more than eighteen months after the close of discovery to seek documents from ten
separate third parties, it has served these requests in the middle of its testimony period, and after
the U.S. Chamber’s testimony period has already closed. The U.S. Chamber would therefore be
severely prejudiced by this belated discovery (and the USHCOC subsequent reliance on them
during any third party trial deposition the following week) as the U.S. Chamber would not have
the opportunity to conduct any follow up discovery about the material, either for purposes of

cross-examination of the third-party witnesses or to develop a rebuttal case.



II. Trial Subpoenas Cannot be Used to Seek Discovery

As noted above, it is improper for the USHCOC to request that third parties produce
documents for use in a TTAB administrative proceeding after the close of the discovery period.
Indeed, at least one court has specifically address this point, holding that the use of subpoena
duces tecum to seek discovery beyond the discovery period set by the TTAB is improper. Li and
Fung Ltd. v. LW. Loyd Co., 143 U.S.P.Q. 117, 118-119 (E. D. Tenn. 1964) (“Rule 2.120 of the
Trademark Rules of Practice [37 C.F.R. §2.120] requires the taking of discovery evidence prior
to the taking of any testimony for the trial. If the subpoena duces tecum calls for documents and
papers that are for discovery, then this part of the motion to quash is good.”).

Moreover, the fact that USHCOC has included its document requests along with a
subpoena ad testificandum does not provide it with cover for conducting a fishing expedition to
find new material to shore up its case in the wake of the U.S. Chamber putting on its own trial
evidence. Courts from around the country have overwhelmingly held that issuing a subpoena
duces tecum as an adjunct to a subpoena ad testificandum is presumptively improper, except in
the limited circumstance where there is a need for the witness to bring to trial a specific, known
document. See, e.g., Dodson v. CBS Broad., 2005 U.S. Dist. LEXIS 30126, 4-5 (S.D.N.Y. 2005)
(“Dodson's subpoena clearly seeks discovery, as is apparent from his having the subpoena
returnable to his address in New Jersey at the present time, instead of to Judge Wood's courtroom
at the time of trial. Moreover, the scope of the request is broad and clearly is designed for
discovery, not last-minute trial needs (such as for originals of documents where copies were
produced in discovery and there is a need for the original at trial).”) (See Kane Decl. q 7); see
also McKay v. Triborough Bridge and Tunnel Authority, 2007 WL 3275918, *2,n.1 (SD.N.Y.

2007) (quashing subpoena where “the scope of the request is broad and clearly is designed for



discovery, not last-minute trial needs™) (citations omitted) (See Kane Decl. §8); BASF Corp. v.
Old World Trading Co., 1992 WL 24076 at *2 (N.D. I1l. 1992) (Trial subpoenas "may not be
used as a means to engage in further discovery. . . . Here, discovery has been closed for almost
eleven months, and the court will not allow the parties to engage in discovery through trial
subpoenas.”) (See Kane Decl. 9); Mortgage Info. Servs., Inc. v. Kitchens, 210 F.R.D. 562, 566-
68 & n.2 (W.D.N.C. 2002) (“After reviewing the relevant case law on both sides of this issue,
the Court adopts the rule followed by the majority of jurisdictions and holds that a Rule 45
subpoena does in fact constitute discovery.”); Puritan Inv. Corp. v. ASLL Corp., 1997 WL
793569 at *1 (E. D. Pa. 1997) (“Rule 45 "trial subpoenas [duces tecum] may not be used ... as
means to engage in discovery after the discovery deadline has passed.”) (See Kane Decl. 410);
Dreyer v. GACS Inc., 204 F.R.D. 120, 122-23 (N.D. Ind. 2001) (“Rule 45 subpoenas constitute
‘discovery’ within the meaning of Rules 26 and 34. . . . This Court ... does not believe that a
party should be allowed to employ a subpoena after a discovery deadline to obtain materials
from third parties that could have been produced during discovery.”) (quotation omitted); Grant
v. Otis Elevator Co.,.199 F.R.D. 673,675 (N.D. Okla. 2001) (“Litigants may not use the
subpoena power of the court to conduct discovery after the discovery deadline.”); Alper v. United
States, 190 F.R.D. 281, 283-84 (D. Mass. 2000); Rice v. United States, 164 F.R.D. 556, 558 &
n.1 (N.D. Okla. 1995).

As 1 Dodson and other cases, here the USHCOC is seeking the production of documents
prior to the date that the witness is scheduled to appear to testify. Moreover, the scope of the
document requests are clearly designed to obtain discovery, as opposed to satisfying a legitimate,
last-minute trial related need as might relate to a specific, known document. See e.g. Kane Decl.,

95, Ex. F, Schedule B, Req. No. 5 (commanding that the third party produce, among other things,



all “[1]etters, emails, or the like reflecting communications with the U.S. Chamber of Commerce,
membership in the U.S. Chamber of Commerce, or any agreements or licenses with the U.S.
Chamber of Commerce™). In fact, at no point during discovery did the USHCOC ever seek any
documents from the subpoenaed third party, thus foreclosing any argument that the subpoena
duces tecum 1s actually for some specific, trial-related need, rather than merely being for general

discovery request (which, of course, is also evident by the earlier return date).



CONCLUSION
For the reasons discussed above, the U.S. Chamber requests that the subpoena duces
tecum that the USHCOC issued on the Swedish-American Chambers of Commerce USA should
be quashed, and that a protective order should be entered prohibiting the production of requested

documents.

Respectfully submitted,

KENYON & KENYON LLP

e 213708 by LAl o)

William M. Merone (VSB #38,861)
Erik C. Kane (VSB #68,294)
KENYON & KENYON LLP

1500 K Street, N.W_; Suite 700
Washington, D.C. 20005

Tel.: (202) 220 — 4200

Fax: (202) 220 - 4201

Counsel for Movant, The Chamber of Commerce
of the United States of America



IN THE UNITED STATES DISTRICT COURT
FOR THE EASTERN DISTRICT OF VIRGINIA

THE CHAMBER OF COMMERCE OF THE United States Patent and Trademark Office

UNITED STATES OF AMERICA Trademark Trial and Appeal Board
Opposition No.: 91/156,321]
Movant, Serial No.: 78/081,731
V.

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Non-Movant.

ERIK C. KANE, under penalty of perjury, declares as follows:

1. [ am an associate with the law firm of Kenyon & Kenyon LLP, which represents
Movant The Chamber of Commerce of the United States of America (“U.S. Chamber”) in this
matter. | make this declaration in support of U.S. Chamber’s Motion to Quash Trial Testimony
Subpoena Duces Tecum of The Swedish-American Chamber of Commerce USA.

2. Attached hereto as Exhibit A is a true and correct copy of a April 26, 2006
scheduling order issued by the Trademark Trial and Appeal Board (“TTAB”).

3. Attached hereto as Exhibits B-C are true and correct copies of the parties’ April
16, 2007 stipulated motion to reset trial dates and the TTAB’s April 18, 2007 order entering the
stipulated motion.

4. Attached hereto as Exhibits D-E are true and correct copies of the parties’
October 1, 2007 stipulated motion for an extension of time and the TTAB’s October 2, 2007
order entering the stipulated motion.

5. Attached hereto as Exhibit F is a third party subpoena issued by the United States

Hispanic Chamber of Commerce Foundation on February 8, 2008.



6. Attached hereto as Exhibit G are true and correct copies of various sections of the
Trademark Trial and Appeal Board Trademark Board Manual of Procedure.

7. Attached hereto as Exhibit H is a true and correct copy of Dodson v. CBS Broad.,
2005 U.S. Dist. LEXIS 30126 (S.D.N.Y. 2005).

8. Attached hereto as Exhibit I is a true and correct copy of McKay v. Triborough
Bridge and Tunnel Authority, 2007 WL 3275918 (S.D.N.Y. 2007).

9. Attached hereto as Exhibit J is a true and correct copy of BASF Corp. v. Old
World Trading Co., 1992 WL 24076 (N.D. Ill. 1992).

10.  Attached hereto as Exhibit K is a true and correct copy of Puritan Inv. Corp. v.

ASLL Corp., 1997 WL 793569 (E. D. Pa. 1997).

Dated: February 13, 2008 ﬁ"c lﬁd

Erik C. Kane
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.O. Box 1451

Alexandria, VA 22313-1451

Mailed: April 26, 2006
Opposition No. 91156321

THE CHAMBER OF COMMERCE OF THE
UNITED STATES

V.

United States Hispanic Chamber
of Commerce Foundation

Linda Skoro, Interlocutory Attorney

This case comes up on opposer’s motion to suspend and/or
extend the trial dates filed on March 13, 2006. Applicant has
opposed the motion.’

The grounds for its motion are to “afford the parties
time to continue ongoing settlement negotiations..” .
Applicant’s objection is that “opposer has made very little

effort to advance the settlement of this matter in the last

! Applicant requests that the motion be denied because opposer

failed to serve a copy of the motion on applicant and also that
the motion not be considered filed on the last day of the
discovery period, i.e., March 13, 2006, due to the failure of
service. However, the Board issued an order on April 21, 2006
requiring opposer to provide a service copy to applicant, and now
that applicant has actual notice and has responded to the motion,
‘opposer’s motion is being considered as filed on March 13, 2006.
Opposer is reminded, however, of its obligation to serve copies
of electronic filings on opposing counsel and to have the
certificate of service contained in the electronic filing.



six months”, the length of time this matter has been pending,
i.e., three years, and a desire to move the matter forward.
Because applicant states that settlement negotiations are
going nowhere and because this is the eighth request for
further delay, opposer’s motion to suspend is hereby denied,
but its motion to extend the trial periods? is hereby granted

as set forth below.

Discovery period to close: 6/1/ 2006

30-day testimony period for party in position of plaintiff 8/30/2006
to close:

30-day testimony period for party in position of 10/29/2006
defendant to close:

15-day rebuttal testimony period to close: 12/13/2006

In each instance, a copy of the transcript of testimony
together with copies of documentary exhibits must be served on
the adverse party within thirty days after completion of the
taking of testimony. Trademark Rule 2.125.

Briefs shall be filed in accordance with Trademark Rule
2.128(a) and (b). An oral hearing will be set only upocn

request filed as provided by Trademark Rule 2.129.

.000.

* Applicant opposed opposer’s request for a sixty-day extenxion,

but because opposer’s motion was filed on the last day of the
discovery period, and the Board is just now addressing the
motion, a thirty-day extension is being granted.
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ESTTA Tracking number:
Filing date:

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ESTTA135576
04/16/2007

Proceeding 91156321
Party Plaintiff
The Chamber of Commerce of the United States of America
The Chamber of Commerce of the United States of America
Correspondence William M. Merone
Address Kenyon &amp; Kenyon
1500 K Street N.W_, Suite 700
Washington, DC 20005
UNITED STATES
ekane@kenyon.com
Submission Stipulated/Consent Motion to Extend
Filer's Name William M. Merone
Filer's e-mail tmdocketdc@kenyon.com
Signature /William M. Merone/
Date 04/16/2007
Attachments Motion to Reset Trial Dates (USHCOC).pdf ( 4 pages )(26191 bytes )




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

THE CHAMBER OF COMMERCE OF
THE UNITED STATES OF AMERICA

Opposer, Opposition No.: 91/156,321
v. Serial No.: 78/081.73

UNITED STATES HISPANIC CHAMBER
OF COMMERCE FOUNDATION,

Applicant.

MOTION ON CONSENT TO RESET TRIAL DATES

Pursuant to TBMP Section 509 and Trademark Rule 2.121. Opposer, The
Chamber of Commerce of the United States of America, requests that the trial dates for
this proceeding be reset in accordance with the schedule below. Opposer is making this
request to accommodate the scheduliqg conflicts of counsel for Applicant, United States
Hispanic Chamber of Commerce Foundation, which has cdnsented to this request.

Testimony in the present case opened on March 20™, 2007. On April 2",
Opposer served on Applicant its Notices of Taking Testimonial Depositions, setting
testimony in this case for April 18" - 20" Shortly thereafter, Applicant asserted that it
would be unable to attend the scheduled testimony, and that it also could not attend any
depositions in May because of a conflicting trial schedule. Applicant thus requested that
Opposer reschedule its testimony depositions for some time beginning the first week of
June. To accommodate that request, Opposer has agreed to reschedule its testimony

dates, which will now run from June 8% — 28"



Opposer thus submits that it has shown good cause for extending the testimony
period, and requests on consent that its testimony period be extended up through and
including Friday, June 29" Specifically, the parties consent to the following schedule:

- 30-day testimony period for plaintiff
in the opposition to close: 6/29/2007

30-day testimony period for defendant in the

Opposition and as plaintiff in the counterclaim

to close: 8/29/2007
30-day testimony period for defendant in the

counterclaim and its rebuttal testimony as plaintiff

in the opposition to close: 10/29/2007

15-day rebuttal testimony period for plaintiff
in the counterclaim to close: 12/15/2007

Briefs shall be due as follows:
[See Trademark rule 2.128(a)(2)].

Briet for plaintift in the opposition shall be due: 2/15/2008

Brief for detendant in the opposition and as
plaintff in the counterclaim shall be due: 3/17/2008

Brief for defendant in the counterclaim and its
Reply brief (it any) as plaintiff in the opposition
shall be due; 4/17/2008

Reply brief (if any) for plaintiff in the
counterclaim shall be due: 5/2/2008

-

Opposer submits that the proposed schedule modifications are necessary to permit
the orderly presentation of evidence in this case and are being made to accommodate the
parties’ scheduling concerns, and not for the purpose of delaying these proceedings.

However, should the Board not agree to the above proposed schedule, Opposer requests in




the alternative that the Board grant at least a thirty (30) day extension of time to permit

Opposer to reschedule the trial depositions previously noticed.

Date:

April 16, 2006

Respectfully submitted,

/William M. Merone/

Edward T. Colbert

William M. Merone

KENYON & KENYON

1500 K Street, N.-W.; Suite 700
Washington, D.C. 20005

Tel.: (202) 220 - 4200

Fax: (202) 220 - 4201

Counsel for Opposer, The Chamber of
Commerce of the United States of America




CERTIFICATE OF SERVICE

I hereby certify that the required number of copies of the foregoing Motion On

Consent To Reset Trial Dates was served on the parties or counsel on the date and as

indicated below:

Date:

By First-Class Mail (Postage Prepaid)
and Facsimile: (310) 312 — 4224

Jill M. Pietrini

Andrew Eliseev

MANATT PHELPS & PHILLIPS, LLP
11355 W. Olympic Boulevard
Los Angeles. CA 90064-1614

April 16. 2007 [William M. Merone/
Edward T. Colbert
William M. Merone
Erik C. Kane
KENYON & KENYON LLP
1500 K Street, N.W.; Suite 700
Washington, D.C. 20005
Tel.: (202) 220 — 4200
Fax: (202)220 -4201

Counsel for Opposer, The Chamber of
Commerce of the United States of America

-
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Trademark Trial and Appeal Board
i P.O.Box 1451
! Alexandria, VA 22313-1451
|

Mailed: April 18, 2007
Opposition No. 91156321

The Chamber of Commerce of the
United States of America

V.

United States Hispanic Chamber
of Commerce Foundation

Linda Skoro, Interlocutory Attorney

On March 15, 2007, the Board denied applicant’s motion
to compel discovery, finding that applicant had not made the
requisite good faith effort to resolve the discovery
dispute, and further that opposer’s discovery responses were
sufficient. Applicant hag filed a timely request for
reconsideration to which opposer has objected.

Motions for reconsideration, as set forth in 37 C.F.R.
3 2.127{(b), provide an opportunity for a party to point out
any error the Board may have made in considering the matter
initially. It is not to be a reargument of the points
presented in its original motion. In this case, applicant
continues to argue that it is prejudiced by opposer’s
failure to supplement its discovery respomnses.

Upon careful consideration of applicant’s arguments on

reconsideration, we are not persuaded that there was any

UNITED STATES PATENT AND TRADEMARK OFFICE




error in our decision. Applicant appears to misunderstand
its burden in a motion to compel. Opposer stated its
objections to certain discovery requests. Applicant
disagreed with those objections, but did not inform opposer
as to why it disagreed with opposer‘s objections. It is not
opposer’s burden to justify its objections if applicant has
not stated grounds why it challenges the objections.
Generally the Board looks for the parties’ good faith effort
to work out any discovery disputes through an exchange of
correspondence designed to resolve the disagreement. That
clearly was not present before the motion to compel was
filed.

Accordingly, the request for reconsideration is denied.
The parties’ consented motion to reset dates, filed April
16, 2007, is hereby granted. Dates are set as provided in
that motion.

.000.
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ESTTA Tracking number: ESTTA165803
Filing date: 10/01/2007

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Proceeding 91156321

Party Defendant
United States Hispanic Chamber of Commerce Foundation

Correspondence Jill M. Pietrini

Address Manatt Phelps & Phillips, LLP
11355 W. Olympic Boulevard
Los Angeles, CA 90064-1614
UNITED STATES
mdanner@manatt.com

Submission Stipulated/Consent Motion to Extend
Filer's Name Jill M. Piefrini

Filer's e-mail mdanner@manatt.com

Signature filllpietrini/

Date 10/01/2007

Attachments Amended Stipuiated Motion for Extension.pdf ( 3 pages )(60142 bytes )




Docket No. 27206-060

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Inre Matter of Application No. 78/081,731
for the mark UNITED STATES HISPANIC
CHAMBER OF COMMERCE FOUNDATION

THE CHAMBER OF COMMERCE OF THE
UNITED STATES OF AMERICA,

Opposer,
VS.

UNITED STATES HISPANIC CHAMBER OF
COMMERCE FOUNDATION,

Applicant.

And Related Counterclaims

Opposition No. 91-156231

AMENDED STIPULATED
MOTION FOR EXTENSION OF
TIME

Commissioner for Trademarks

ATTN: Trademark Trial and Appeal Board
P.O. Box 1451

Alexandria,VA 22313-1451

Pursuant to 37 C.F.R. § 2.121(d) and TBMP § 501, Applicant United States

Hispanic Chamber of Commerce Foundation (“Applicant”), by and through its

counsel, and Opposer The Chamber of Commerce of the United States of America

(“Opposer”), by and through its counsel, hereby jointly move for and stipulate to an

extension of 5 months of the schedule set in this action. This Amended

Stipulated Motion for Extension of Time is being submitted instead and

in place of the Stipulated Motion for Extension of Time dated

September 12, 2007 because the dates for the counterclaims were incorrect.




This extension is necessary to allow the parties to avoid multiple scheduling
conflicts in September 2007 and the upcoming months of October 2007 through
January 2008. Specifically, Applicant set testimony depositions for three witnesses
in mid-September. Notices for those depositions were served on Opposer by mail
on August 29, 2007. Opposer objected to the notices because it did not receive
them until September 5, 2007. Opposer’s counsel was also unavailable on two of
the days selected for the depositions. Applicant’s witnesses were not available the
later part of September because of the annual convention for United States
Hispanic Chamber of Commerce which Applicant’s witness planned to attend.
Finally, Applicant’s counsel is scheduled to be out of the country from October 5,
2007 to October 25, 2007. Upon her return, Opposer’s counsel is scheduled for
trial in another matter in December out of state.

Applicant and Opposer agreed to this extension via e—maill on September 7,
2007. Accordingly, Applicant and Opposer stipulate to the following schedule for

the remaining testimony and trial dates in this action:

Testimony period for
defendant/counterclaimant to close February 28, 2008

Rebuttal testimony period for
plaintiff/counterdefendant to close April 28, 2008

Rebuttal testimony period for

counterclaimant to close June 14, 2008
Plaintiff’s brief is due August 13, 2008
Defendant/counterclaimant’s brief is due September 12, 2008

Plaintiff’s reply brief/Counterdefendant’s
brief is due October 12, 2008

Counterclaimant’s reply brief is due October 27, 2008



Respectfully submitted,

Date: October 1, 2007 /s/ Jill Pietrini
Jill Pietrini
Andrew Eliseev
MANATT, PHELPS & PHILLIPS, LLP
11355 W. Olympic Blvd., 10th Floor
Los Angeles, California 90064
(310) 312-4000

Attorneys for Applicant

CERTIFICATE OF ELECTRONIC TRANSMISSION

I hereby certify that this correspondence is being transmitted electronically
through ESTTA pursuant to 37 C.F.R. § 2.195(a) on this 1st day of October, 2007.

/s/ Monica Danner
Monica Danner

CERTIFICATE OF SERVICE

I hereby certify that this correspondence is being deposited with the United
States Postal Service as first class mail in an envelope addressed to: Erik Kane,
Esq., Kenyon & Kenyon, 1500 K Street, N.W., Suite 700, Washington, DC 20005,
on this 1st day of October, 2007.

/s/ Monica Danner
Monica Danner

41161664.1
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UNITED STATES PATENT AND TRADEMARK OFFICE
Trademark Trial and Appeal Board

P.0. Box 1451

Alexandria, VA 22313-1451

Mailed: October 2, 2007
Opposition No. 91156321
The Chamber of Commerce of
the United States of
America
V.
United States Hispanic

Chamber of Commerce
Foundation

Angela Campbell, Paralegal Specialist:

Applicant’s stipulated motion for extension of time
filed September 17, 2007 and amended stipulated motion for
extension of time filed October 1, 2007 to extend trial
dates, including dates for the counterclaim, are granted.
Trademark Rule 2.127(a).

Trial dates, including dates for the counterclaim, are
reset in accordance with applicant’s motion.

The USPTO published a notice of final rulemaking in the
Federal Register on August 1, 2007, at 72 F.R. 42242. By
this notice, various rules governing Trademark Trial and
Appeal Board inter partes proceedings are amended. Certain
amendments have an effective date of August 31, 2007, while

most have an effective date of November 1, 2007. For
further information, the parties are referred to a reprint




of the final rule and a chart summarizing the affected
rules, their changes, and effective dates, both viewable on
the USPTO website via these web addresses:
http://www.uspto.gov/web/offices/com/sol/notices/72fr42242.
pdf
http://www.uspto.gov/web/offices/com/sol/notices/72fr42242
FinalRuleChart.pdf

By one rule change effective August 31, 2007, the Board's
standard protective order is made applicable to all TTAB
inter partes cases, whether already pending or commenced on
or after that date. However, as explained in the final
rule and chart, this change will not affect any case in
which any protective order has already been approved or
imposed by the Board. Further, as explained in the final
rule, parties are free to agree to a substitute protective
order or to supplement or amend the standard order even
after August 31, 2007, subject to Board approval. The
standard protective order can be viewed using the following
web address:
http://www.uspto.gov/web/offices/dcom/ttab/tbmp/stndagmnt .h
tm
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Docket No. 27206-060

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In Re Application Serial No. 78/081,731 for U.S. | Opposition No. 91-156,321
HISPANIC CHAMBER OF COMMERCE

FOUNDATION & Design APPLICANT UNITED STATES
_ HISPANIC CHAMBER OF
THE CHAMBER OF COMMERCE OF THE COMMERCE FOUNDATION’S
UNITED STATES OF AMERICA, NOTICE OF TAKING TESTIMONY
DEPOSITION OF SWEDISH -
Opposer, AMERICAN CHAMBERS OF
COMMERCE USA

VS.

UNITED STATES HISPANIC CHAMBER OF
COMMERCE FOUNDATION,

Applicant.

TO OPPOSER AND ITS ATTORNEYS OF RECORD:

Pursuant to Trademark Rule 2.123(c) and the Federal Rules of Civil Procedure, Applicant
United States Hispanic Chamber of Commerce Foundation (“Applicant”), will take the testimony
c}eposition, by oral examination, of Swedish ~ American Chambers of Commerce USA on
Tuesday, February 26, 2008, beginning at 12:00 p.m. A copy of the subpoena for the witness is
attached. |

Applicant will take the deposition at the following address:

Manatt, Phelps & Phillips, LLP
~ One Metro Center
. 700 12th Street, N'W,
- Suite 1100
" Washington, D.C. 20005

The deposition will be conducted before an officer authorized to administer oaths and

will be recorded by stenographic methods.
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Opposer is invited to attend and cross-examine.

MANATT, PHELPS & PHILLIPS, LLP

Dated: February 8, 2008 By: M{Mu«) Hews
Jill M. Pietrini
Andrew Eliseev
Attorneys for Applicant United States Hispanic
Chamber of Commerce Foundation

CERTIFICATE OF SERVICE

I'hereby certify that the foregoing APPLICANT UNITED STATES HISPANIC
CHAMBER OF COMMERCE FOUNDATION’S NOTICE OF TAKING TESTIMONY
DEPOSITION OF SWEDISH - AMERICAN CHAMBERS OF COMMERCE USA has
been served upon the attorney for Opposer by facsimile and depositing a copy thereof in an
envelope addressed to:

Erik C. Kane

KENYON & KENYON

1500 K Street, N.W., Suite 700
Washington, DC 20005

Fax: (202) 2204201

Betty Leg,~”

on this 8th day of February, 2008.

412049921
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% 4088 (Rev. 12/07) Subpoena in a Civil Case

Issued by the

UNITED STATES DISTRICT COURT
EASTERN DISTRICT OF VIRGINIA
The Chamber of Commerce of the United States of America,

Opposer, SUBPOENA IN A CIVIL CASE
V.

United States Hispanic Chamber of Commerce Foundation, Case Number:' U.S. Patent and Trademark
Applicant. Office, Trademark Trial and Appesl Board
Case No. 91-156,321
TO: The Swedish - American Chambers of Commerce USA
1403 King Streét
Alexandria, VA 22314

{ ] YOU ARE COMMANDED to appear in the United States District court at the place, date, and time specified below to
testify in the above case.

PLACE OF TESTIMONY COURTROOM

DATE AND TIME

] YOU ARE COMM.ANDED to appear at the place, date, and time specified below to testify at the taking of a deposmon
in the above case.’

PLACE OF DEFOSITION ' DATE AND TIME
Manatt, Phelps & Phillips, LLP; One Metro Center, 700 12th Street, N.W., Suite 1100, |February 26, 2008, 12:00 p.m.
Washington, D.C. 20005. See Schedule A attached hereto.

B YOU ARE COMMANDED to produce and permit inspection and copying of the following documents or objects at the |
place, date, and tifne specified below (list documents or objects):

See Schedule B atiached hereto.

PLACE DATE ANDTIME -
Manatt, Phelps & Phxlhps, LILP; One Metro Center, 700 12th Stmct N.W., Suite 1100, |February 22,2008, 1:00 p.m.
Washington, D.C. 20005.

[’} YOU ARE COMMANDED to permit inspection of the following premises at the date and time specified below.

PREMISES DATE AND TIME

Any organization no@ a party to this suit that is sﬁbpoenaed for the taking of a deposition shall designate one ar more officers,
directors, or managing agents, or other persons who consent to testify on its behalf, and may set forth, for each person designated, the
matters on which the person will testify. Federal Rule of Civil Procedure 30(b)(6).

1SSUING OFFICER'S SIGNATURE AND TITLE (INDICATE IF ATTORNEY FOR PLAINTIFF OR DEFENDANT) | DATE

%&0{ Attorneys for Applicant Pebruary gj , 2008
ISSUING OFFICER'S NAME, ADDRESS AND PHONE NUMBER
Andrew Bliseev

Manatt, Phelps & Phillips, LLP; 11355 W. Olympic Boulevard, Los Angeles, CA 90064;
Telephone: (310) 3124384

(See Fedsral Rule of Civi) Procadure 45 (¢). (d). and {c). on next page)

! If action is pending in district other thap district of issuance, state district under case number.

American L agaiNes, In¢.
www.Forms Workdiow.com
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KENYON & KBENYON LLP

YACVA VAV VAN
310 312 B8B83 TO H385312822204201

PROOF OF SERVICE
DATE PLACE
SERVED
SERVED ON (PRINT NAME) MANNER OF SERVICE
SERVED BY (PRINT NAME) TITLE
DECLARATION OF SERVER

1 declare under penalty of perjury under the laws of the United States of America that the ton:gomg information contained

in the Proof of Service is true and correct.

Executed on

DATE

SIGNATURE OF SERVER

ADDRESS COF SERVER

Federal Rule of Civil Procedure 45 (c), (d), and (), as amended on December 1, 2007:

€} PROTECTING A PERSON SURIECT TO & SUBPOENA.

(1) Avoiding Undue Burden of Expense; Sanctions. A party er sttoeney rezponsible for
isauing and sarving a st take ble steps 10 avoid irnposing vadwe barden or
2xpesse ¢n a parson subject to the subpoenz. The istuing court muust enforoe this duty and
impose. an ppropriate sapction — which msy inchids Wt earsings and ressomable sttorney’s
fegs — on 2 gty r attorney who fiils w comply.

(2) Command to Produce Materials or Permit I

(A) Appeacarce Not Reguired. A person commanded to produce documests,

&)showsasubmmalnccdfonhemumony o roaterial that caneet be otherwise
¢t without unduc hardship; and
(i) eneures thae the subpoensed persan will be reasonably coompensated.

() DUTIES 3N RESPONDING TO A SUBPOENA.
(1) Producing Documents or Electropicatly Stoeed Information. These procedures apply
to producing documents or clectronically stored infocmation:
(A} Documents. A person responding to 2 subpocna to produce documents must

ekcuvnmﬂymndmfmuon.umgbleﬁngs,ormpqmnm pection of p need
DOt appenr I person 3t the piace of prods pection unkess aleo ¢ ded 10 appear
for a deposition, hearing, of trial.

(B) Obj A person ded 10 produce du or tangible things or to

p:mlmspecvoumyacwcnnthepartyu‘atmydcngmmdmtb.subpmma writien
ob}ecuonloxmpecung.copymg.!cshngwsamphnganyora)]ohhemmmammspecnug
the pomises — of to producing electronicslly stoved information in th form or foaus requested.
The objection must be served before the carlicr of the tims specified for compliance or 14 days
afier the subpoenn is served. if an objection is made, the follewing rules apply:

@ At any tims, ot notice 1o the commanded peeson, the: serviog porty mRy move
i issuing court for an orday compelling production or inspection.

(i) Thesc scts may be required anly as directed in the order, and the owder pust
pmwapemwbohncim«apmynuamnysofﬁwﬂomsigmmmaxpcmmmmng
fom comphance.

(3) Quashing or Modifying = Subpossa.
(A) When Required. On tinely motion, the issaing ¢ourt mwst quash or modify 2
subpocna that:

O&:kwﬂloWlmasmbhhmatocwrply;

(H) requires a person who is peither 2 ety nor @ party’s officer to travel mone
than 100 miles from where that person residas, is employed, or regularly tranescts busioass in
person — except that, subject to Ruke 45{cX3XBXi), the person may be commanded 1o attznd
a trial by traveling fram any such place within the stats whese the triad is beld:

(G)quﬁdiscbmcofpﬁvihg:dqrodnwmmdmw,ifmzmdon
oc waiver spplics; or

(V)wbjecuapersmmnnduebwdcn.

(B)Whmhmmd.Tomapmonmmworaﬂmcdbyasubpoem.uw
ixyuing cowt Ty, 00 Motion, quash or rodify the subpoens if it fequirss:

produce then as they are kept in the ordinary course of business or nrist orgasize and babel them
to commezpond to the categoriss in the dommnd.

(B) Form for Produciog Electronically Stored Information Not Specified If =
subpocma docs pot specify & foem for producing clectromically stored information, (he person

ing roust produce it io 8 foan or forms in which it is ordinarily maiotsined o¢ in &

reasonably usable form or forms.

(C) Electronically Stored Iaformation Produced in Ooly Onc Form. The person
responding need oot produce i swne ckctronically stared information in mose than ooe form.

(D) Inaccessible Electronically Swred Informmation. The person respooding need not
mnded:mvcrydebcmmﬂymmlmuonﬁnmsmdmﬂmmmms

bly sceeseible b of wudes burden oF cost. On motion o compal discovery ar *
f«apmtnctwcadsr the person responding moust show that the information ie not raasesably
axessible becanse of undue burden or cost. IF that showing is made, the court may nonefraless
order discovery from such sources if the: requasting party shows good cause, considering the
limitations of Rule 26(bX(2)(C). Tie cowrs may specify conditions for the discovery.

(2) Claiming Privilege or Profection.

(A) Information Withhatd. A pesson withholding subpoensed intormation unger 2

claim that it is privileged of subject 1o protection a5 Uial-proparation material nmst:
(D) expressty ke Ux clains and
(i) deseribe Mo mature of e withheld documents, communications, or

u@bmmawdmmmmmwpﬁvkaamm
enable the parties to assess e chim

(B} Information Proauced lfmfwnnaoupmd\nodmmsponsetoambpoann
sobject 10 7 claim of privilege or of p a$ tialprcp material, the person msking
& ¢him omy notify any party that reecived the information of the clim and the basis for it
After being notified, a party mmst promptly retnrn, sequesker, or destroy the specified -
m«maﬁmycmxbxmmmuaﬁsclmmmfmﬂmmmdmms

develop or

(i) disclasing & tnde secret ar other confidential h
comumicreis! information;

(i) discioting ap vosclained expert's opinion o information that doos oot
describe specific ocenmences in dispute and resalts from the expart’s study that was not
requested by @ party; or

(it} 2 perzon who is noither 3 party por a party's officer o intur sudstamtial
SXPERSE 10 Gravel #3dro than 100 mikes to anems trial

(OSpecxzymngcﬁuonsumAmuve Ja (he circumstances described in Rusle
AS(c)(S)CB’).Bnmmmy.Mdof quesking or modifying 3 sabpoena, order spp o

oy st take bie steps to retrieve the information 3f the paty disclosed it before
bungnouﬁcd:mdmymdywmmﬁnmfmhonmnxcmmdamrﬁxa
dmmmmofkcmmib:pamwbopmmhmfmmmmdx
aformstion until the claim is resolved.

(¢) ConTeMPT. .
The isguiog court may bold in canlampt 8 perzon Who, having been scrved, fils without
athqmemmobcymcnmp«mAmnpwsmmobeymbcmdim

production uadsr specified conditions if the serving pasty:

PAPOAS 10 require the nonparty to attend or produce at s place ourside e Bimits of
Rnk‘S(c)G)(A)(X)

American LegalNat, inc.
wivw Fouve Workflow,.com

F.OUb U S
P.BB-72
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1 _ SCHEDULE A s

2 1. The date of the Swedish-American Chambers of Commerce USA’s

3§ (“SACC”) first use of the trademark THE SWEDISH-AMERICAN CHAMBER

4 | OF COMMERCE, or any other mark or name including CHAMBER OF

5 § COMMERCE (the “SACC Marks™).

6 2. The types of products and services that the SACC offers, sells or sold
7 § under, or bearing or promoted as or under, the SACC Marks (the “SACC Products
8 | and Services”).

9 3. The SACC’s marketing and/or advertising of the SACC Products and
10 | Services.
11 4. The number and type of customers of the SACC Products and Services
12 | and/or the number of members of the SACC.
13 5. The amount spent by the SACC to advertise or promote the SACC
14 | Products and Services from inception to the present.
15 6.  Publicity relating to the SACC Products and Services, including but

16 § not limited to, reviews, features, or mentions of the SACC Products and Services in

17 | any medium and all press releases relating to any SACC Products and Services.
18 7. Any instances of confusion between the SACC (or the SACC Products
19 | and Sewices) and the U.S. Chamber of Commerce (or its products and services).
20 8. Any instances of confusion between the SACC (or the SACC Products
21 | and Services) and the U.S. Hispanic Chamber of Commerce (or its products and
22 § services).
23 9. Allegations of trademark infringement or any challenges to the use or
24 | registration of the SACC Marks, if any, by the U.S. Chamber of Commerce against
25 | the SACC.
26
27
28
i T

ATTORNE¥: AT Law
Los Ancoers
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1 : SCHEDULE B
2 1. Representative samples of documents and things reflecting the
3 | advertising, promotion, offering for sale, and/or sale of SACC’s Products and
4 } Services, including but not limited to, catalogs, advertisements, website pages,
5 § brochures, tradeshow materials, ezc.
6 2. Representative samples of documents and things reflecting the total
7 ¢ number of SACC members from inception to the present.
8 3. Representative documents and things reflecting any publicity relating

9 § to SACC’s Products and Services, including but not limited to, press releases,
10 § articles, stories, or the like featuring, mentioning, or reviewing SACC’s Products
11 | and Services.
12 4. Representative samples of documents and things reflecting the
13 geographic scope of SACC’s use of the SACC Marks.
14 :5. Letters, emails, or the like reflecting communications with the U.S.
15 { Chamber of Commerce, membership in the U.S. Chamber of Commerce, or any

16 § agreements or licenses with the U.S. Chamber of Commerce.

41204039.1

28

MANATT, PHELPS &
PHiLLpS, LLP
ATTORKRAYS AY Law
LOs AnCRirs
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Chapter 100
GENERAL INFORMATION

101 Applicable Authority

101.01 Statute and Rules of Practice

All proceedings before the Trademark Trial and Appeal Board ("TTAB" or "Board") are
governed by the Lanham Trademark Act of 1946, as amended, ("Act of 1946" or "Act"), 15
U.S.C. § 1051 et seq.; the rules of practice in trademark cases (commonly known as the
Trademark Rules of Practice), which may be found in Parts 2 and 7 of Title 37 of the Code of
Federal Regulations ("CFR"); the rules pertaining to assignments in trademark cases, which may
be found in Parts 3 and 7 of 37 CFR; and the rules relating to representation of others before the
United States Patent and Trademark Office which may be found in Part 10 of 37 CFR. The
United States Patent and Trademark Office (“USPTO” or “Office”) rules governing procedure in
inter partes proceedings before the Board are adapted, in large part, from the Federal Rules of
Civil Procedure, with modifications due primarily to the administrative nature of Board
proceedings. '

A copy of Title 37 of the CFR may be obtained at a nominal cost from the U.S. Government
Printing Office. Title 37 of the CFR may also be found on the Internet at the Government
Printing Office web site at: www.access.gpo.gov/nara’elr or at the USPTO web site at:
WWW.usplo.gov.

101.02 Federal Rules

Inter partes proceedings before the Board are also governed by the Federal Rules of Civil
Procedure ("Fed. R. Civ. P."), except as otherwise provided in the Trademark Rules of Practice,
and "wherever applicable and appropriate";2 and by the Federal Rules of Evidence ("Fed. R.
Evid.").?

V See Yamaha International Corp. v. Hoshino Gakki Co., 840 F.2d 1572, 6 USPQ2d 1001, 1004 (Fed. Cir. 1988).
2 See 37 CFR § 2.116(a).

3 See 37 CFR §§ 2.116(a), 2.120(a), and 2.122(a); Young v. AGB Corp., 152 F.3d 1377, 47 USPQ2d 1752, 1753 n.3
(Fed. Cir. 1998); and Cerveceria India Inc. v. Cervecevia Centroamericana, S.A., 10 USPQ2d 1064 (TTAB 1989),
aff'd, Centroamericana, S.A. v. Cerveceria India, Inc., 892 F.2d 1021, 13 USPQ2d 1307, 1311 (Fed. Cir. 1989) (In
applying the burden of proof provisions of Fed. R. Evid. 301, the court stated “{t]he Federal Rules of Evidence
generally apply to TTAB proceedings.”).

100 -4




Chapter 400
DISCOVERY

of its case and that it is unable, without undue hardship, to obtain the substantial equivalent of
the materials by other means.'®

403 Timing of Discovery

403.01 In General

37CFR § 2.120(a) ... The Trademark Trial and Appeal Board will specify the opening and
closing dates for the taking of discovery. The trial order setting these dates will be mailed with
the notice of institution of the proceeding. The discovery period will be set for a period of 180
days. The parties may stipulate to a shortening of the discovery period. The discovery period
may be extended upon stipulation of the parties approved by the Board, or upon motion granted
by the Board, or by order of the Board. If a motion for an extension is denied, the discovery
period may remain as originally set or as reset. Discovery depositions must be taken, and
interrogatories, requests for production of documents and things, and requests for admission
must be served, on or before the closing date of the discovery period as originally set or as reset.

When a timely opposition or petition to cancel in proper form has been filed, and the required fee
has been submitted (or at the time described in 37 CFR § 2.92 for an interference and 37 CFR §
2.99(c) for a concurrent use proceeding); the Board sends out a notice advising the parties of the
institution of the proceeding.I9 The notice includes a trial order setting the opening and closing
dates for the discovery period and assigning each party's time for taking testimony.20 The date
set for the close of discovery is 180 days after the opening of discovery.

The discovery devices, namely, discovery depositions, interrogatories, requests for production of
documents and things, and requests for admission, are available for use only during the discovery
period.2l A party has no obligation to respond to an untimely request for discovery.

18 See, for example, Fed. R. Civ. P. 26(b)(3) and (b)(5); Goodyear Tire & Rubber Co. v. Tyrco Industries, 186
USPQ 207, 208 (TTAB 1975); and Johnson & Johnson v. Rexall Drug Co., 186 USPQ 167, 171 (TTAB 1975).

See also Miles Laboratories, Inc. v. Instrumentation Laboratory, Inc., 185 USPQ 432 (TTAB 1975); Amerace Corp.
v. USM Corp., 183 USPQ 506 (TTAB 1974); and Goodyear Tire & Rubber Co. v. Uniroyal, Inc., 183 USPQ 372
(TTAB 1974) and TBMP § 412 (Protective Orders).

¥ See 37 CFR §§ 2.105 and 2.113; and TBMP §§ 310, 1003 and 1106.
% See 37 CFR §§ 2.120(a) and 2.121(a).
2 See Smith International, Inc. v. Olin Corp., 201 USPQ 250, 251 (TTAB 1978) (although a specific time period is

not provided in Rule 34, it is implicit that utilization thereof is limited to the discovery period) and Rhone-Poulenc
Industries v. Gulf Oil Corp., 198 USPQ 372, 373 (TTAB 1978).

400 -8
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DISCOVERY

under the applicable rules, irrespective of the sequence of requests for discovery, or of an
adversary's failure to respond to a pending request for discovery.26

A party which fails to respond to a request for discovery during the time allowed therefor, and
which is unable to show that its failure was the result of excusable neglect, may be found, upon
motion to compel filed by the propounding party, to have forfeited its right to object to the
discovery request on its merits.”” Objections going to the merits of a discovery request include
claims that the information'sought by the request is irrelevant, overly broad, unduly vague and
ambiguous, burdensome and oppressive, or not likely to lead to the discovery of admissible
evidence.® In contrast, objections based on claims of privilege or confidentiality or attorney
work product do not go to the merits of the request, but instead to a characteristic of the
information sought.?’

403.04 Extensions of Discovery Period and/or Time to Respond to Discovery
Requests

37 CFR § 2.120(a) ... The discovery period may be extended upon stipulation of the parties
approved by the Board, or upon motion granted by the Board, or by order of the Board. Ifa
motion for an extension is denied, the discovery period may remain as originally set or as resel.

... The time to respond [t0 interrogatories, requests for production of documents and things, and
requests for admission] may be extended upon stipulation of the parties, or upon motion granted
by the Board, or by order of the Board. The resetting of a party’s time to respond to an
outstanding request for discovery will not result in the automatic rescheduling of the discovery

% See Fed. R. Civ. P. 26(d); Miss America Pageant v. Petite Productions, Inc., 17 USPQ2d 1067, 1070 (TTAB
1990) and Giant Food, Inc. v. Standard Terry Mills, Inc., 231 USPQ 626, 632 (TTAB 1986).

2 See No Fear Inc. v. Rule, 54 USPQ2d 1551, 1554 (TTAB 2000) (stating that the Board has great discretion in
determining whether such forfeiture should be found); Envirotech Corp. v. Compagnie Des Lampes, 219 USPQ 448,
449 (TTAB 1979) (excusable neglect not shown where opposer was out of the country and, upon return, failed to
ascertfin that responses were due); and Crane Co. v. Shimano Industrial Co., 184 USPQ 691, 691 (TTAB 1975)
{waived right to object by refusing to respond to interrogatories, claiming that they served "no useful purpose”).

See also Luehrmann v. Kwik Kopy Corp., 2 USPQ2d 1303, 1303 (TTAB 1987) (right to object not waived where
although discovery responses were late, there was some confusion regarding time to answer); and MacMillan
Bloedel Ltd. v. Arrow-M Corp., 203 USPQ 952, 953 (TTAB 1979) (party seeking discovery is required to make
good faith effort to determiné why no response has been made before coming to Board with motion to compel).

3 See No Fear Inc. v. Rule, supra at 1554.

® See No Fear Inc. v. Rule, supra at 1554 (party will generally not be found to have waived the right to make these
objections).
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and/or testimony periods; such dates will be rescheduled only upon stipulation of the parties
approved by the Board, or upon motion granted by the Board, or by order of the Board.

37 CFR § 2.121(a)(1) ... The resetting of the closing date for discovery will result in the
rescheduling of the testimony periods without action by any party.

(d) When parties stipulate to the rescheduling of testimony periods or to the rescheduling of the
closing date for discovery and the rescheduling of testimony periods, a stipulation presented in
the form used in a trial order, signed by the parties, or a motion in said form signed by one party
and including as statement that every other party has agreed thereto, shall be submitted to the
Board

The closing date of the discovery period may be extended by stipulation of the parties approved
by the Board, or on motion (pursuant to Fed. R. Civ. P. 6(b)) granted by the Board, or by order of
the Board. An extension of the closing date for discovery will result in a corresponding
extension of the testimony periods without action by any party.30 A stipulation or consented
motion to extend discovery and trial dates must be filed with the Board and should be presented
in the form used in a trial order.”'

Mere delay in initiating discovery does not constitute good cause for an extension of the
discovery period.*> Thus, a party which waits until the waning days of the discovery period to
serve interrogatories, requests for production of documents and things, and/or requests for
admission will not be heard to complain, when it receives responses thereto after the close of the
discovery period, that it needs an extension of the discovery period in order to take "follow-up"
discovery.”

At the same time, a party which receives discovery requests early in the discovery period may
not, by delaying its response thereto, or by responding improperly so that its adversary is forced
to file a motion to compel discovery, rob its adversary of the opportunity to take "follow-up"
discovery. Such a delay or improper response constitutes good cause for an extension of the

-

3% See 37 CFR § 2.121(a)(1). For information concerning stipulations 1o extend, see TBMP § 501.03. For
information concerning motions to extend, see TBMP § 509. '

' See 37 CFR § 2.121(d).

32 See Luehrmann v. Kwik Kopy Corp., 2 USPQ2d 1303, 1305 (TTAB 1987) (no reason given why discovery was
not taken during the time allowed); and Janet E. Rice, TIPS FROM THE TTAB: The Timing of Discovery, 68
Trademark Rep. 581 (1978).

3 See American Vitamin Products Inc. v. Dow Brands Inc., 22 USPQ2d 1313, 1316 n. 4 (TTAB 1992).
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discovery period. Therefore, the Board will, at the request of the propounding party, extend the
discovery period (at least for the propounding party) so as to restore that amount of time which
would have remained in the discovery period had the discovery responses been made in a timely
and proper fashion.**

The time for responding to a request for discovery may be extended or reopened by stipulation of
the parties, or on motion (pursuant to Fed. R. Civ. P. 6(b)) granted by the Board, or by order of
the Board. However, an extension of a party's time to respond to an outstanding request for
discovery will not result in an automatic corresponding extension of the discovery and/or

. . 35 . . . . ~ .
testimony periods.” Such periods will be rescheduled only on stipulation of the parties approved
by the Board, or on motion granted by the Board, or by order of the Board.

A stipulation to extend or reopen only the time for responding to a request for discovery (that is,
not to extend or reopen also the closing date for the discovery period and/or testimony periods)
does not have to be filed with the Board. However, to avoid any misunderstanding between the
parties as to the existence and terms of such a stipulation, it is recommended that the stipulation
be reduced to writing, even if it is not filed with the Board.

403.05 Need for Early Initiation of Discovery

403.05(a) To Allow Time for ""Follow-up" Discovery

If a party wishes to have an opportunity to take "follow-up" discovery after it receives

responses to its initial requests for discovery, it must serve its initial requests early in the
discovery period, so that when it receives responses thereto, it will have time to prepare
and serve additional discovery requests prior to the expiration of the discovery period.36

403.05(b) To Facilitate Introduction of Produced Documents

37 CFR § 2.120()(3)(ii) A party which has obtained documents from another party
under Rule 34 of the Federal Rules of Civil Procedure may not make the documents of
record by notice of reliance alone, except to the extent that they are admissible by notice
of reliance under the provisions of § 2.122(e).

* See Miss America Pageant v. Petite Productions, Inc., 17 USPQ2d 1067 (TTAB 1990) and Neville Chemical Co.
v. Lubrizol Corp., 184 USPQ 689 (TTAB 1975).

3 See 37 CFR §§ 2.120(a) and 2.121(a); and PolyJohn Enterprises Corp. v. 1-800-TOILETS, Inc., 61 USPQ2d
1860, 1861 (TTAB 2002) (mistaken belief that resetting time to respond to discovery also extended discovery and

testimony periods did not constitute excusable neglect to reopen).

3% See TBMP § 403.04 (Extensions of Discovery and Time to Respond).
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If a motion to extend the time for taking action is denied, the time for taking such action
may remain as previously set.'*’

While the time for filing a brief in response to a motion for summary judgment may be
extended, the time for filing, in lieu thereof, a motion for discovery under Fed. R. Civ. P.
56(f) will not be extended."*

509.01(b) Motions to Reopen Time
509.01(b)(1) In General

Where the time for taking required action, as originally set or as previously reset,
has expired, a party desiring to take the required action must file a motion to
reopen the time for taking that action. The movant must show that its failure to
act during the time previously allotted therefor was the result of excusable
neglect. See Fed. R. Civ. P. 6(b).

The analysis to be used in determining whether a party has shown excusable
neglect was set forth by the Supreme Court in Pioneer Invesiment Services
Company v. Brunswick Associates Ltd. Partnership, 507 U.S. 380 (1993), adopted
by the Board in Pumphin Ltd. v. The Seed Corps, 43 USPQ2d 1582 (TTAB 1997).
These cases hold that the excusable neglect determination must take into account
all relevant circumstances surrounding the party’s omission or delay, including
(1) the danger of prejudice to the nonmovant, (2) the length of the delay and its
potential impact on judicial proceedings, (3) the reason for the delay, including
whether it was within the reasonable control of the movant, and (4) whether the
movant acted in good faith."*’

M5 See, e.g.. Trademark Rules 2.120(a) (discovery period); 2.121(a)(1) (testimony period); 2.127(a) (time for
responding to a motion); and 2.127(e)(1) (time for responding to a summary judgment motion). See also Fairline
Boats plc v. New Howmar Boats Corp., supra at 1479; Baron Philippe de Rothschild S.A. v. Styl-Rite Optical Mfg.
Co., supra; Luemme Inc. v. D.B. Plus Inc., supra; and Procyon Pharmaceuticals Inc. v. Procyon Biopharma Inc.,
supra at 1544 (petitioner's testimony period consequently explred where motion to extend testimony period was
denied and dates were left as originally set).

Compare C.H. Stuart Inc. v. Carolina Closet, Inc., 213 USPQ 506, 507(TTAB 1980) (three-day testimony
period for opposer reset “putting opposer in the same position it would have been in had no motion to compel been
filed.”). in addition, see Notice of Final Rulemaking, published in the Federal Register on September 9, 1998 at 63
FR 48081, specifically, comments and responses published in the notice at 48091, 1214 TMOG at 149.

1“6 See TBMP § 528.06 (Request for Discovery to Respond to Summary Judgment).

"' Pioneer Investment Services Company v. Brunswick Associates Ltd. Partnership, supra at 395 and Pumpkin Ltd,
v. The Seed Corps, supra at 1586. See also cases cited throughout this section and in TBMP §§ 534.02 regarding

motions to dismiss under 37 CFR § 2.132, and 544 regarding motions for relief from final judgment.
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The “prejudice to the nonmovant” contemplated under the first Pioneer factor
must be more than the mere inconvenience and delay caused by the movant’s
previous failure to take timely action, and more than the nonmovant’s loss of any
tactical advantage which it otherwise would enjoy as a result of the movant’s
delay or omission. Rather, “prejudice to the nonmovant” is prejudice to the
nonmovant’s ability to litigate the case, e.g., where the movant’s delay has
resulted in a loss or unavailability of evidence or witnesses which otherwise
would have been available to the nonmovant.'*®

It has been held that the third Pioneer factor, i.e., “the reason for the delay,
including whether it was within the reasonable control of the movant,” may be
deemed to be the most important of the Pioneer factors in a particular case.'*’
Additionally, although many excusable neglect decisions which were issued prior
to the Board’s 1997 Pumpkin decision may no longer be controlling under the
somewhat more flexible excusable neglect standard set out in Pioneer and
Pumpkin (e.g., decisions holding that a failure to act due to counsel’s docketing
errors is, per se, not the result of excusable neglect), they nonetheless may be
directl?/sgelevant to the Board’s analysis under the third Pioneer excusable neglect
factor.

"% See Pumpkin Ltd. v. The Seed Corps, supra at 1587, citing Pratt v. Philbrook, 109 F.3d 18 (1% Cir. 1997) and
Paolo’s Associates Ltd. Partnership v. Bodo, 21 USPQ2d 1899, 1904 (Comm’r 1990).

19 See Pumpkin Ltd. v. The Seed Corps, supra at n.7 and cases cited therein. See also Baron Philippe de Rothschild
S.A. v. Styl-Rite Optical Mfg. Co., 55 USPQ2d 1848, 1851 (TTAB 2000) (counsel’s press of other business,
docketing errors and misreading of relevant rule are circumstances wholly within counsel’s control); Gaylord
Entertainment Co. v. Calvin Gilmore Productions Inc., 59 USPQ2d 1369 (TTAB 2000) (failed to provide specific
reasons for former counsel's inaction); HKG Industries Inc. v. Perma-Pipe Inc., 49 USPQ2d 1156, 1158 (TTAB
1998 (failed to provide evidence linking the reason for the delay with the expiration of movant's testimony period);
and Atlanta-Fulton County Zoo Inc. v. De Palma, 45 USPQ2d 1858 (TTAB 1998) (failure to timely move to extend
testimony period was due to counsel’s oversight and mere existence of settlement negotiations did not justify
party’s inaction or delay).

130 See Pumpkin Ltd v. The Seed Corps., supra at 1586-87 and at n.8. Such pre-Pioneer cases include, e. g,
Hewlett-Packard Co. v. Olympus Corp., 931 F.2d 1551, 18 USPQ2d 1710, 1712 (Fed. Cir. 1991) (no excusable
neglect where plaintiff’s counsel unreasonably relied on defendant’s counsel to sign and file plaintiff’s proposed
stipulated motion to extend trial dates); American Vitamin Products Inc. v. Dow Brands Inc., 22 USPQ2d 1313
(TTAB 1992) (defendant’s desire to take follow-up discovery and its uncertainty regarding status of plaintiff’s
pending motion to strike affirmative defenses did not excuse respondent’s neglect in failing to file timely motion to
extend discovery); Hobie Designs Inc. v. Fred Hayman Beverly Hills Inc., 14 USPQ2d 2064, 2065 (TTAB 1990)
(no excusable neglect where defendant’s failure to timely respond to certain discovery requests was due to
defendant’s oversight or lack of care in reading discovery requests); Consolidated Foods Corp. v. Berkshire
Handkerchief Co., Inc., 229 USPQ 619 (TTAB 1986) (no excusable neglect where defendant’s failure to timely
respond to summary judgment motion was due to counsel’s press of other litigation); and Coack House Restaurant,
Inc. v. Coach and Six Restaurants, Inc., 223 USPQ 176 (TTAB 1984) (same).

For additional cases involving the excusable neglect standard, see TBMP §§ 534 (Motion for Judgment for
Plaintiff’s Failure to Prove Case) and 544 (Motion for Relief from Final Judgment).
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A party moving to reopen its time to take required action must set forth with
particularity the detailed facts upon which its excusable neglect claim is based;
mere conclusory statements are insufficient.'!

In addition, for purposes of making the excusable neglect determination, it is
irrelevant that the failure to timely take the required action was the result of the
party’s counsel’s neglect and not the neglect of the party itself. Under our system
of representative litigation, a party must be held accountable for the acts and
omissions of its chosen counsel.'>*

509.01(b)(2) To Introduce Newly Discovered Evidence

If a party files a motion to reopen its testimony period to introduce newly
discovered evidence, the moving party must show not only that the proposed
evidence has been newly discovered, but also that the evidence could not have
been discovered earlier through the exercise of reasonable diligence."”® However,
even if a sufficient showing of due diligence has been made, the Board will not
automatically reopen a party’s testimony period for introduction of the new
evidence. The Board must also consider such factors as the nature and purpose of
the evidence sought to be brought in, the stage of the proceeding, and prejudice to
the nonmoving partyv154

B See Gaylord Entertainment Co. v. Calvin Gilmore Productions Inc., supra {no specific reasons for former
counsel's inaction); HKG Industries Inc. v. Perma-Pipe Inc., supra (no factual details as to the date of counsel!’s
death in relation to plaintiff>s testimony period or as to \why other lawyers in deceased counsel’s firm could not have
assumed responsibility for the case).

152 pioneer [nvestment Services Company v. Brunswick Associates Ltd. Partnership, supra at 396 (citing Link v.
Wabash R. Co., 370 U.S. 626 (1962) and United States v. Boyle, 469 U.S. 241 (1985)); Gaylord Entertainment Co.
v. Calvin Gilmore Productions Inc., supra; CTRL Systems Inc. v. Ultraphonics of North America Inc., 52 USPQ2d
1300 (TTAB 1999); and Pumpkin Lid. v. The Seed Corps., supra at 1586. Cf. Netcore Technologies, Inc. v.
Firstwave Technologies, Inc., _ USPQ2d 2001 WL 243440 (TTAB 2001) (attorney’s unwarranted and
untimely request to withdraw from representation of party may not be used as subterfuge to obtain a reopening of
time to which the party is not otherwise entitled). -

133 See, for example, Rowell Laboratories, Inc. v. Canada Packers Inc., 215 USPQ 523, 529 n.2 (TTAB 1982)
(improper to attempt to introduce newly discovered evidence by way of rebuttal testimony rather than moving to
reopen testimony period). See also Oxford Pendaflex Corp. v. Roladex Corp., 204 USPQ 249 (TTAB 1979); Wilson
Sporting Goods Co. v. Northwestern Golf Co., 169 USPQ 510 (TTAB 1971); United States Plywood Corp. v.
Modiglass Fibers, Inc., 125 USPQ 144 (TTAB 1960); Lutz Superdyne, Inc. v. Arthur Brown & Bro., Inc., 221 USPQ
354 (TTAB 1984); Tektronix, Inc. v. Daktronix, Inc., 187 USPQ 588 (TTAB 1975), affd, 534 F.2d 915, 189 USPQ
693 (CCPA 1976); and Chemetron Corp. v. Self-Organizing Systems, Inc., 166 USPQ 495 (TTAB 1970).

134 See Harjo v. Pro-Football, Inc., 45 USPQ2d 1789, 1790 (TTAB 1998) (newly discovered evidence was
cumulative and redundant and did not have significant probative value to justify further delay of case) citing
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LEXSEE

Positive
As of: Feb 12, 2008

GARY W.DODSON, Plaintiff, ~against- CBS BROADCASTING INC., et al., De-
fendants.

02 Civ. 9270 (KMW) (AJP)

UNITED STATES DISTRICT COURT FOR THE SOUTHERN DISTRICT OF
NEW YORK

2005 U.S. Dist. LEXIS 30126

November 29, 2005, Decided
November 29, 2005, Filed

CORE TERMS: discovery, subpoena, contempt, dead-
line, subpoena duces tecum, pretrial, returnable

COUNSEL: [*1] Gary W. Dodson, Plaintiff, Pro se,
Clark, NJ.

For CBS Broadcasting Inc., Charles Fagan, Tony DiGio-
vanni, Tony Pettiti, Mike Kentranakus, Defendants: Bet-
tina Barasch Plevan, Howard Zachary Robbins, Pros-
kauer Rose LLP, New York, NY; Thomas Martin Mul-
lins, Jr, Sabin, Bermant & gould, New York, NY.

JUDGES: Andrew J. Peck, United States Chief Magis-
trate Judge.

OPINION BY: Andrew J. Peck
OPINION
OPINION AND ORDER

ANDREW J. PECK, United States Chief Magistrate
Judge:

Presently before the Court is plaintiff Dodson's "Mo-
tion for Contempt & Court Order to Enforce Court Is-
sued Subpoena.” (Dkt. No. 82.) The motion is DENIED
in all respects.

FACTS

Discovery in this case ended in late 2003, and in
June 2004 1 recommended that defendants’ summary

judgment motion should be granted in part and denied in
part. Dodson v. CBS, 02 Civ. 9270, 2004 WL 1336231
(SD.N.Y. June 15, 2004) (Peck, M.J.). Judge Wood af-
firmed my Report and Recommendation on August 31,
2004. (Dkt. No. 55.) The parties thereafter were to file
their Pretrial Order, and the case is trial ready, although
no trial date has yet been set.

On or about October 5, 2005, Dodson served a sub-
poena [*2] duces tecurn on Bettina Plevan, counsel of
record for defendants, returnable at Dodson's home in
New Jersey, seeking 10 categories of documents.

On or about October 18, 2005, defendants objected
to the subpoena.

On or about November 7, 2005, Dodson filed the in-
stant motion for contempt and to enforce the subpoena
(Dkt. No. 82), and on November 22, 2005, defendants
filed their opposition papers (Dkt. Nos. 84-85).

ANALYSIS

Dodson's motion is procedurally defective in at least
two ways: (a) He did not request a pre-motion confer-
ence, as required by Judge Wood's rules (Judge Wood's
Individual Practices P2.A; see also SD.N.Y. Local Civil
Rule 37.2); and (b) The motion is not accompanied by a
Memorandum of Law, as required by S.D.N.Y. Local
Civil Rule 7.1.

Furthermore, even aside from the procedural defects,
Dodson's motion lacks merit.
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Contempt is not available since defendants re-
sponded to the subpoena by serving objections. See Fed.
R. Civ. P. 45(c)}(2)(B). When objections to a subpoena
have been made, the correct procedure is a motion to
compel, not a motion for contempt. /d.

As to the portion of Dodson's motion [*3] that seeks
to compel compliance with the subpoena: Discovery
closed long ago. Dodson's subpoena clearly seeks dis-
covery, as 1s apparent from his having the subpoena re-
turnable to his address in New Jersey at the present time,
mstead of to Judge Wood's courtroom at the time of trial.
Moreover, the scope of the request is broad and clearly is
designed for discovery, not last-minute trial needs (such
as for originals of documents where copies were pro-
duced in discovery and there is a need for the original at
trial). While Rule 45 can be used to subpoena documents
to be introduced at trial as trial exhibits, the need to do so
should be limited because of the liberal federal pretrial
discovery rules. Dodson here had ample discovery.

Rule 45 “trial subpoenas [duces tecum] may not be
used, however, as means to engage in discovery after the
discovery deadline has passed." Puritan [nv. Corp. v.
ASLL Corp.. No. Civ. A. 97-1580, 1997 WL 793569 at
*1 (E.D. Pa. Dec. 9, 1997) (& cases cited therein); ac-
cord, e.g., 9 Mogre's Federal Practice, § 45.02 (Matthew
Bender 3d ed. 2005) ("Several courts have concluded
that after the discovery [*4] deadline a party may not
use a subpoena to obtain matenals from third parties that
could have been produced during discovery.") (citing
cases);, Playboy Enter. Int'l Inc. v. OnLine Entm't, Inc.,
No. 00-Civ.-6618, 2003 WL 1567120 at *1-2 (ED.N.Y.
Mar. 13, 2003); Mortgage Info. Servs.. Inc. v. Kitchens,
210 FR.D. 562. 566-68 & n.2 (W.D.N.C. 2002) ("After
reviewing the relevant case law on both sides of this is-
sue, the Court adopts the rule followed by the majority of
jurisdictions and holds that a Rule 45 subpoena does in
fact constitute discovery.") (citing cases & authorities);
Drever v. GACS Inc., 204 ER.D. 120, 122-23 (N.D. Ind.
2001) ("Rule 45 subpoenas constitate 'discovery' within
the meaning of Rules 26 and 34. . . . This Court, like
Rice, does not believe 'that a party should be allowed to
employ a subpoena after a discovery deadline to obtain

materials from third parties that could have been pro-
duced during discovery."); Grant v. Otis Elevator Co.,
199 F.R.D. 673, 675 (N.D. Okla. 2001) ("Litigants may
not use the subpoena power of the court to conduct dis-
covery after the discovery deadline. [*5] "); Alper v.
United States, 190 F.R.D. 281, 283-84 (D. Mass. 2000);
Rice v. United States, 164 F.R.D. 556, 558 & n.1 (N.D.
Okla. 1995); BASF Corp. v. Old World Trading Co., No.
86 C 5602, 1992 WL 24076 at *2 (N.D. Il Feb. 4, 1992)
(Trial subpoenas "may not be used as a means to engage
in further discovery. . . . Here, discovery has been closed
for almost eleven months, and the court will not allow
the parties to engage in discovery through trial subpoe-
nas. Furthermore, the court's policy of requiring parties
to submit a pretrial order detailing those documents
which it may use at trial is rendered nugatory if a trial
subpoena may issue demanding documents not previ-
ously produced or identified."); Stockwell v. Am. Allsafe
Co., No. CIV-84-1179, 1986 WL 13941 at *] (W.D.N.Y.
Dec. 9, 1986); Windsor Commc'ns Group, Inc. v. Price
Waterhouse, No. Civ. A 85-4119, 1986 WL 9888 at *1
(E.D. Pa. Sept. 8, 1986); Pitter v. American Express Co.,
82 Civ. 7451, 1984 WL 1272 at *6 (S.D.N.Y. Nov. 27,
1984); United States v. Watchmakers of Switzerland Info.
Crr. Inc., 2TFR.D. 513, 515 (S.D.N.Y. 1961} [*6]

Here, it 1s clear from the scope of Dodson's sub-
poena (and its return time and place) that it 1s for discov-
ery purposes. As such, it is quashed and Dodson's motion
is DENIED.

CONCLUSION

For the reasons set forth above, Dodson's motion for
contempt and to enforce the subpoena duces tecum (Dkt.
No. 82) is DENIED.

SO ORDERED.
Dated: New York, New York
November 29, 2005

Andrew J. Peck
United States Chief Magistrate Judge
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(Cite as: 2007 WL 3275918 (S.D.N.Y.))

C

Only the Westlaw citation is currently available.

United States District Court,
S.D. New York.
Maurice McKAY, Plaintiff,
V.
TRIBOROUGH BRIDGE AND TUNNEL AU-
THORITY et al, Defendants.
No. 05 Civ. 8936(RJS).

Nov. 5, 2007.

MEMORANDUM AND ORDER
RICHARD 1 SULLIVAN, District Judge.

*1  Plaintiff Maurice McKay ("Plamntff" or
"McKay") brings this action against defendants Tri-
-borough Bridge and Tunnel Authority ("TBTA")
and TBTA police officers Michael Chiaia, Michael
Albano, Jose Vasquez, Clarence Whitaker, and Mi-
chael Zino (collectively "Defendants"), alleging vi-

olations of his civil rights pursuant to 22 L5
1982, On or about August 3, 2007, approximately
five months after the close of discovery in this case,
Defendants served a subpoena on Plaintiffs em-
ployer, Metropolitan Transportation Authority
("MTA"), seeking Plaintiff's personnel, disciplin-
ary, training, and other files maintained by the
MTA (the "subpoena”). Pending before the Court is
Plaintiffs motion to quash the subpoena and De-
fendants' letter in opposition, which the Court con-
strues as a motion to reopen discovery, requesting
that the Court order the production of documents as
identified in the subpoena. For the following reas-
ons, Defendants' request to reopen discovery is
denied.

A district court has broad discretion “to direct and

manage the pre-trial discovery process." MWilis v.
Amorgda Hess Corp, 379 F38 32, 41 (2d
Cir.2004). As part of that discovery process, Rul
16¢b) of the Federal Rules of Civil Procedure re-
quires district courts to enter scheduling orders that

limit the parties' time to complete discovery. Fed.
R. Civ. Pro. 16{b)3). The order "shall not be modi-

€

Page 1

fied except upon a showing of good cause" and
only by leave of the district judge. /d,; 6A Charles
Alan Wright, Arthur R. Miller, and Mary Kay
Kane, Federal Practice and Procedure & 1522 1
(2d ed.1990); Gz o, Faoaid M h

Civ, F633GELY, 26 JUSR{G,
{S.ONY. Aug. 17020071 (noting that discovery is

governed by the scheduling order and "may not be
conducted after the close of discovery absent good
cause to modify that order"). A party seeking relief
from the discovery schedule, including the reopen-
ing of discovery when discovery has closed, must

make an application to the Court demonstrating
why good cause exists to modify the schedule.

) e Advisory Committee‘s Note (party
seeking modification much show that the deadline
could not "reasonably be met despite the diligence
of the party seeking" modiﬁcation)‘ Wright, Miller,

that, in assessing good cause, the Court should con-

sider several factors, including “the diligence vel
non of the party requesting an extension, bad faith
vel non of the party opposing such extension, the
phase of the litigation and prior knowledge of and
notice to the parties") (intemal citations and quota-
tions omitted).

*2 In addition, district courts have held that parties
may not issue subpoenas "as a means to engage in
discovery after the discovery deadline has passed.”
Dodson v. CBS Broad. Inc., WNo. 02 Civ.
9270(KMW)YAJTP), 2005 U.S. Dist. LEXIS 30126,
at *3-4 (SDNY. Nov. 29, 2005) {(collecting
cases); Eliis v. City of New York 243 FR.B. 109,
112 (S.DN.Y.2007); Plavboy Enters. Intl Inc. v.
On Line Entm't,_Inc.. No. 00 Civ. 6618(RID), 2003
WL, 1567120, at *! (EDNY. Mar 13, 2003)
(granting motion to quash where "plaintiffs took it
upon themselves to serve subpoenas, without prior

© 2008 Thomson/West. No Claim to Orig. US Gov. Works.
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application to the Court, months after discovery
closed, little more than a month before trial, upon a
non-party from whom discovery was never before
sought."); Srockwedi v Americun Alisaie Co., No.
CIV-R4-1 79k 1980 WL j3941 at 1T (W IDNY.
Deg. 9. 19%0) (granting a motion to quash a sub-

poena as untimely where the subpoena sought em-
ployment records and was not served until approx-
imately eight months after the close of discovery).

Defendants here concede that the subpoena was is-
sued after the close of discovery, and that the re-
quests in the subpoena, at least with regard to the
request for pay records, "should have been conduc-
ted during the discovery phase." (Letter to the
Court from Suzanne M. Halbardier, Esq. dated Oc-
tober 30, 2007 ("PL.Opp.") at 2-3.) Nevertheless,
Defendants assert that the Court should, in its dis-
cretion, direct MTA to respond to the subpoena be-
cause it seeks records that "will be trial exhibits"
and "go to the reasonableness of the plaintiff's con-
duct." (/d. at 2.) Defendants further contend that the
subpoena seeks documents that the defense "real-
ized were relevant” only after the parties engaged in
a court-ordered mediation on June 28, 2007, where
the defense "became concerned that Mr. McKay's
training for his own job could be very relevant on
the issue of the reasonableness of Mr. McKay's ac-
tions on the day of the altercation.” (/d. at 2.)

This Court agrees with the district courts that have
held that service of a Rule 45 trial subpoena after
the close of discovery is improper. See Dodson,
2005 U.S. Dist. LEXIS 30126, at *3-4 (collecting
cases). As an initial matter, Defendants failed to
make an application to the Court, pursuant to Rale
16(b) and the Court's Individual Practices, [FN1] to
reopen discovery prior to serving the subpoena on
the MTA despite the fact that the subpoena clearly
seeks discovery. [EN2] Instead of moving to reopen
discovery, Defendants issued the subpoena to the
MTA without regard to and in spite of the fact that
discovery in the case closed in March 2007, ap-
proximately five months before the subpoena was
served. As such, the Court will construe Defend-
ants’ opposition as a motion to reopen discovery for
the limited purposes of serving the MTA subpoena.
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dersigned, like the Individual Practice of
the Honorable Kenneth M. Karas, District
Judge, to whom this case was assigned at
the time the subpoena was issued, require
that parties seeking to file a motion must
first submit a pre-motion letter to the
Court.

ENZ2. That this 1s a subpoena for discovery
1s evidenced by the fact that the subpoena
is returnable to Defendants' counsel's law
firm. See Dodson, 2005 U.S. Dist. LEXIS
30126, at *3. Here, as in Dodson, while the
subpoena seeks the production of docu-
ments defendants may introduce as trial ex-
hibits, "the scope of the request is broad
and clearly is designed for discovery, not
last-minute trial needs (such as for origin-
als of documents where copies were pro-
duced in discovery and there is a need for
the original at trial)." Jd. at *3.

The Court finds that Defendants have not demon-
strated that good cause exists to reopen discovery to
permit service and enforcement of the subpoena.
Defendants do not contend that any new informa-
tion has come to light since the mediation; they
merely state that they "realized” at the mediation
that they were not in possession of certain docu-
ments and speculate that those documents, if they
exist, "could be relevant” to the issue of the reason-
ableness of Plaintiff's actions. (Pl. Opp. at 3.) Be-
cause Defendants have not shown why they could
not have come to this conclusion and sought the
subpoena prior to the close of discovery, it cannot
be said that Defendants were sufficiently "diligent”
in conducting discovery so as to justify reopening
discovery five months after the close of discovery.
See Grochowski, 318 F 3d at 86. To the extent that
Defendants made any previous requests for docu-
ments covered by the subpoena (i.e. pay records,
see P1. Opp. at 3) during the discovery period with
which Plaintiff did not comply, the appropriate re-
sponse would have been to make a motion to com-
pel at that time. See Plavhoy Enterprises. 2003 WL
1567120, at *}; Eliis. 243 FR.D. at 112,
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*3 Finally, Defendants assert that the documents
are not "discovery under Mr. McKay's custody and
control" and that the MTA is prepared to produce
the requested documents pending the resolution of
this motion. (/d. at 2.) Given that the Court has
denied Defendants' request to reopen discovery, any
arguments pertaining to whether Plaintiff has stand-
ing to move to quash the subpoena or whether the
third parties are willing to produce the requested
documents are moot.

For the foregoing reasons, Defendants' motion to
reopen discovery to permit service of the MTA sub-
poena is DENIED. The parties are directed to serve
a copy of this order on the MTA.

SO ORDERED.
Slip Copy, 2007 WL 3275918 (S.D.N.Y )

END OF DOCUMENT
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H
BASF Corp. v. Old World Trading Co.
N.D.I1,,1992.
Only the Westlaw citation is currently available.
United States District Court, N.D. Illinois, Eastern
Division.
BASF CORPORATION, Plaintiff,
V.
The OLD WORLD TRADING COMPANY,
Defendant.
No. 86 C 5602.

Feb. 4, 1992.

MEMORANDUM OPINION AND ORDER

LEINENWEBER, District Judge.

*] The following Memorandum Opinion and
Order disposes of three pretrial motions pending
before the court.

1. Old World's Motion to Quash Trial
Subpoenas

Defendant, The Old World Trading Company (“
Old World”), now moves to quash all tnal
subpoenas served by plaintiff, BASF Corporation (“
BASF”), requesting production of documents
returnable before February 3, 1992. According to
Old World, BASF has served a number of trial
subpoenas requesting production of documents
before the start of trial without first providing notice
to Old World as requited by Fed.R.Civ.P. 45.
BASEF responds that it has withdrawn all but two of
the trial subpoenas which call for the production of
documents before February 3, 1992. According to
BASF, notice of those two subpoenas-served upon
Dearborn Division of W.R. Grace and Olympic
Oil-was sent to Old World prior to the document
requests. BASF further states that documents were
received from the University of lowa pursuant to a
subpoena, although BASF does not specify whether
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notice of that subpoena was given to Old World
before it was issued.

The court finds that subpoenas served by BASF
without prior notice to Old World requesting the
production of documents prior to trial were served
in  violation of FedR.Civ.P. 45. The court,
therefore, quashes all trial subpoenas issued without
prior notice and requesting production before trial,
and orders BASF to provide Old World
immediately with copies of all documents received
to date in response to such subpoenas.

2. Old World's Motion in Limine to Bar the
Introduction of Documents Produced Pursuant to Ex
Parte Deposition Notices and Subpoenas Duces
Tecum Served By BASF

Old World moves to bar the introduction of
documents producéd pursuant to ex parte
deposition notices and subpoenas duces tecum.
Specifically, Old World seeks to bar BASF trial
exhibits 206 through 210, labeled by BASF as
subpoena responses” or “group ex. subpoena
responses.” BASF responds that the exhibit hist is
in error and that the “documents in Exhibits 206
through 210 were produced voluntarily by the listed
parties without resort to the use of subpoenas.”
BASF Resp. at 9.

Where a party seeks to obtain documents from
a non-party through the use of the court's subpoena
power, it must provide notice of that subpoena to all
other parties. FedR.Civ.P. 45. Here, the court will
take BASF at its word-that it did not serve
subpoenas or notices of deposition to obtain the
documents referenced in exhibits 206 through 210.
However, should evidence surface that subpoenas
or notices of deposition were issued by BASF
without notice to all parties, the court will entertain
a motion to bar the introduction of any and all
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documents falling within the scope of subpoenas or
notices of deposition so served. In addition, the
court orders BASF immediately to provide Old
World with all documents in exhibits 206 through
210.

3. Old World's Motion to Bar the Use of
Documents Received Pursuant to Subpoenas Served
After the Close of Discovery

*2 Old World moves to bar the use of
documents received pursuant to subpoenas served
after the close of discovery. BASF concedes that it
has served numerous trial subpoenas pursuant to
Rule 45(a)(2) for documents returnable on the first
day of tnal. Old World now argues that the
subpoenas issued, if and to the extent they resemble
the subpoena served upon Mair Oil, are being used
improperly as a discovery tool. The court agrees.

Fact discovery in this case was closed on
March 7, 1991. While trial subpoenas may be used
to require those served to produce documents at
trial for the purpose of memory refreshment or trial
preparation, they may not be used as a means to
engage in further discovery. See Pitter v.
American Express Co., et al, 1984 WESTLAW
1272 (SDN.Y.1984)  (“shotgun  production
demands .. [by way of trial subpoena] are an
impermissible  substitute for orderly pre-trial
discovery”). BASF's reliance on US. v. IBM, 71
FDR. 88 (SD.N.Y.1976) is misplaced. There,
discovery was continuing through trial and the issue
was simply whether the party serving the subpoena
should have moved for an order of inspection after
objections to the subpoena were made. Here,
discovery has been closed for almost eleven
months, and the court will not allow the parties to
engage in discovery through trial subpoenas.
Furthermore, the court's policy of requiring parties
to submit a pretrial order detailing those documents
which it may use at trial is rendered nugatory if a
trial subpoena may issue demanding documents not
previously produced or identified.

For the reasons stated herein, the court 1)
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prohibits BASF from introducing at tnal any
documents not identified on its exhibit list, 2)
quashes any and all trial subpoenas i1ssued by BASF
which request the production of documents not
identified on the exhibit list, and 3) bars BASF from
adding to its trial exhibit list any documents
obtained pursuant to subpoenas served after the
close of discovery.

IT IS SO ORDERED.
N.D.IIL.,1992.
BASF Corp. v. Old World Trading Co.
Not Reported in F.Supp., 1992 WL 24076 (N.D.I1L)

END OF DOCUMENT
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H
Puritan Inv. Corp. v. ASLL Corp.
E.D.Pa, 1997
Only the Westlaw citation is currently available.
United States District Court, E.D. Pennsylvania.
PURITAN INV. CORP.
v,
ASLYL CORP. and Eric Blumenfeld
No. Civ.A. 97-1580.

Dec. 9, 1997.

Richard T. Brown, Jr., Phila, PA, for Puritan
Investment Corporation, plaintiff.

Michael S. Saltzman, Fineman & Bach, P.C., Phila,
PA, for ASLL Corporation, defendant.

Michael S. Saltizman (See above), for Eric
Blumenfeld, defendant.

MEMORANDUM ORDER

WALDMAN, J.

*1 Presently before the court are defendants'
alternative Motions for a Protective Order and to
Quash Plaintiff's Subpoenas and defendants' Motion
in Limine. Defendants challenge trial subpoenas
served upon them by plaintiff for the production of
an array of business, tax and financial records for
use by plaintiff in attempting to sustain its alter ego
liability  theory against Mr. Blumenfeld.
Defendants also seek by their motion in limine to
preclude “any evidence or testimony of plaintiffs
alter ego’ theory.” The only reason proffered is
that plaintiff has no such evidence.

Plaintiff is suing for trademark infringement
ansing from defendants' failure to make required
payments under a licensing agreement involving the
operation of a comedy club. The discovery
deadline was October 22, 1997, providing over
eighteen weeks to conduct discovery. Plaintiff
never requested an extension of the discovery

Page 2 of 3

deadline. The case has just entered the trial pool.

On November 24, 1997, plaintiff served
subpoenas upon defendants directing them to
produce at trial the following documents:

all documents concerning ASLL Corporation
and its relation to Eric Blumenfeld, including but
not limited to any documents proposing or relating
to its formation in January 1995 or thereabouts, the
bank records of ASLL Corporation from its
formation to the present, the minute book and any
other corporate records of ASLL Corporation
showing meetings, resolutions, or any other activity
by the corporation, all insurance documents issued
to ASLL Corporation (including but not limited to
declaration pages and invoices and checks paid) all
tax returns filed by ASLL Corporation, all financial
statements (audited or otherwise) concerning ASLL
Corporation, and all other documents (including
checks, notes, contracts, etc.) concerning
transactions between Eric Blumenfeld and ASLL
Corporation.

Defendants argue with some force that plaintiff
is attempting to circumvent the discovery deadline.
Defendants also claim that because the requested
documents are voluminous and not all readily at
their disposal, production would necessarily delay
the trial of this action.

Plaintiff represents that no party propounded
formal discovery requests, but instead met in May
of 1997 tp exchange informal discovery and that
defendants knew since this meeting that such
records might be used in court to support plainuit’s
alter ego theory. Plaintiff does not represent,
however, that defendants agreed at the May 1997
meeting to produce all of these records during the
discovery period.

Trial subpoenas may be wused to secure
documents at trial for the purpose of memory
refreshment or trial preparation or to ensure the
availability at trial of original documents previously
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disclosed by discovery. See, e.g., Rice v. United
States, 164 FR.D. 556, 558 n. 1 (N.D.Okla.1995);
BASF Corp. v. Old World Trading Co., 1992 WL
24076, *2 (N.D.1l. Feb.4, 1992).

Tnal subpoenas may not be used, however, as
means to engage in discovery after the discovery
deadline has passed. See BASF Corp., 1992 WL
24076 at *2. See also Ghandi v. Police Dept. of
Detroir, 747 F.2d 338, 354-55 (6th Cir.1984) (trial
subpoena duces tecum used to seek discovery just
prior to trial properly quashed); Hatchett v. United
States, 1997 WL 397730, *3 (E.D.Mich. Feb.28,
1997) (trial subpoena cannot be used to obtain
belated discovery after discovery period has ended):
Pitter v. American Express Co., 1984 WL 1272, *5
(SD.N.Y. Nov.27, 1984) (“shotgun” production
demands through use of trial subpoenas are
impermissible  substitute  for proper pre-trial
discovery).

*2 There 1s absolutely no indication that
plaintiff knows what information is contained in the
documents it seeks or that they would support
plaintiff's theory of its case. A trial subpoena is not
an appropriate means of ascertaining facts or
uncovering evidence. This should be done through
discovery in the manner and time provided by the
Federal Rules and court order.

Plaintiff does not explain why the desired
records were not obtained through a proper Rule 34
document request before the discovery deadline.
Plaintiff bears the burden of preparing its own case
for trial. Any documents it wished to peruse which
were not voluntanily disclosed should have been
timely demanded through formal discovery
procedures.

Plaintiff does not and credibly could not aver
that it was unaware of the possible existence of the
subpoenaed documents before the discovery
deadline. See McNerney v. Archer Daniels
Midland Co., 164 FR.D. 584, 588 (W.D.N.Y.1995)
(“when a [party] ... is aware of the existence of
documents before the discovery cutoff date and
1ssues discovery requests including subpoenas after
the discovery deadline has passed, then the
subpoenas and discovery requests should be denied”
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). The documents plaintiff now seeks are standard
records routinely maintained by corporations.
Moreover, plaintiff's contention that defendants
knew since the informal May 1997 meeting that
such records might be used by plaintiff to support
its alter ego theory shows that plamntiff itself was
aware of the existence of such documents months
before the close of discovery.

The only reasonable conclusion from the
record presented is that plaintiff is attempting to use
trial subpoenas improperly as a discovery device on
the eve of trnial. See, Thompson v. Glenmede Trust
Co., 1996 WL 529691, *1 (E.D.Pa. Sept.16, 1996)
(unjust and burdensome to require party on eve of
trial to produce documents pursuant to subpoena
served after discovery deadline).

Thus, defendants’ motion to quash will be
granted. Because efficiency in the resolution of
litigation should be balanced with the objective of
resolving legal claims to the extent possible on the
basis of complete and accurate information, the
motion will be denied without prejudice to plamtiff
promptly to seek a continuance and extension of
discovery if it can show good cause therefor. See
Fed.R.Civ.P. 16(b). Because an order to preclude
a party from presenting evidence on the ground that
the party has no such evidence is needless and
meaningless, defendants' motion m limine will be
denied.

ACCORDINGLY, this 9th day of December,
1997, IT IS HEREBY ORDERED that
defendants' Motions for a Protective Order and to
Quash Plaintiff's Subpoenas are GRANTED in that
the trial subpoenas duces tecum issued to
defendants are QUASHED, without prejudice to
plaintiff promptly to seek a discovery extension
upon a showing of good cause; and, IT IS
FURTHER ORDERED that defendants' Motion in
Limine is DENIED.

E.D.Pa,1997.

Puritan Inv. Corp. v. ASLL Comp.

Not Reported in F.Supp., 1997 WL 793569
(ED.Pa)

END OF bBOCUMENT
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C
In re Rum Marketing Intern., Ltd.
S.D.Fla.,2007.
Only the Westlaw citation is currently available.
United States District Court,S.D. Florida.
In re Subpoena Served on RUM MARKETING IN-
TERNATIONAL, LTD.
Diageo Brands, B.V., Plaintiff/Opposer,
V.
Compania Licorera De Centroamerica, S.A., De-
fendant/Applicant.
No. 07-21466-MC.
Application Serial No. 76/177,628.
Opposition No. 91153874.

Sept. 14, 2007.

Pending in U.S. Patent and Trademark Office Be-
fore the Trademark Trial and Appeal Board.

Barry N. Greenberg, Fowler White Burnett, Miami,
FL, for Plaintiff.

ORDER ON MOTION TO QUASH IN WHOLE
OR IN PART, OR, IN THE ALTERNATIVE,
FOR ENTRY OF A PROTECTIVE ORDER

EDWIN G. TORRES, United States Magistrate
Judge.

*] This matter is before the Court upon Com-
pania  Licorera De  Centroamerica, S.Al's
(*“Compania Licorera's”) Motion to Quash in Whole
or in Part, or, in the Alternative, For Entry of a Pro-
tective Order [D.E. 1, 2] in response to a third-party
subpoena served by Diageo Brands, B.V. on an en-
tity doing business in the Southern District of Flor-
ida, Rum Marketing International, Ltd. (“Rum Mar-
keting”). The subpoena was issued in connection
with a pending administrative proceeding before
the U.S. Patent and Trademark Office, Trial and
Appeal Board (“USPTO”). Upon review of the Mo-
tion, Diageo Brands's response in opposition, the
Reply, and the record in this miscellaneous matter,
the pending Motion is ripe for disposition pursuant
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to an Order from the District Judge referring the
case to the Magistrate Judge assigned to this case.

1. BACKGROUND

Diageo Brands is the owner of a federally re-
gistered “Black Label” trademark used for aged,
premium alcoholic spirits. It is currently involved
in an adversary proceeding against Compania
Licorera that is pending before the Trademark Trial
and Appeal Board of the USPTO. That proceeding
is currently ongoing before that administrative
agency of the United States.

On May 24, 2007, Diageo Brands served a
third party to that administrative proceeding, Rum
Marketing, a Rule 30(b)(6) deposition subpoena
duces tecum that noticed that entity for a corporate
representative deposition on June 4, 2007. The sub-
poena sought deposition discovery and documents
regarding Rum Marketing's activities related to
Compania Licorera's application filed before the
USPTO. The noticed date of the deposition fell on
the last day of the discovery period provided for by
the administrative board's rules governing the pro-
ceeding.

On June 1, 2007, Rum Marketing's counsel
contacted counsel for Diageo Brands to advise that
no representative of Rum Marketing knowledgeable
on the topics set forth in the Rule 30(b)(6) depos-
ition subpoena would be available to testify on the
date noticed. Rum Marketing also objected to cer-
tain document requests included in the subpoena.
On that same date, Rum Marketing's counsel served
Diageo with objections to the document requests.

As a result, the deposition did not take place on
June 4th. Diageo Brands contends that it was will-
ing to reschedule the deposition to accommodate
Rum Marketing's request. Nevertheless, on June 6,
2007, Compania Licorera filed the pending miscel-
laneous action in the Southern District of Florida
through a motion to quash the subpoena or alternat-
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ive motion for protective order. The motion argues
that the service of the subpoena on Rum Marketing
violated Rule 45 and this Court's local rules with
regard to the amount of notice provided to the third
party and Compania Licorera as to the date for the
deposition. The motion also argues that the sub-
poena was untimely based upon the USPTO's dis-
covery cutoff date in the administrative proceeding.
Alternatively, Compania Licorera's motion requests
entry of a protective order with respect to several
document requests included in the subpoena that
seek production of confidential trade secrets.

*2 Diageo Brands opposes the entry of either a
motion to quash or motion for protective order. It
argues that Compania Licorera has no standing to
raise the arguments raised in the pending motion, as
the third party Rum Marketing has not directly
sought any relief from the subpoena. Furthermore,
Diageo Brands argues that it indeed provided suffi-
cient notice to Rum Marketing and that counsel
failed to comply with the Court's Local Rules, as
well as the USPTO's Rules, requiring pre-filing
conferences before filing such motions.

II. ANALYSIS

Federal courts are courts of limited jurisdiction.
We possess only the power strictly authorized by
the Constitution and statute. Kokkonen v. Guardian
Life Ins. Co. of Am., 511 U.S. 375, 377, 114 S.Ct.
1673, 128 L.Ed.2d 391 (1994). The court's jurisdic-
tion cannot be be expanded merely through judicial
decree. Id. (citations omitted).“It is to be presumed
that a cause lies outside this limited jurisdiction,
and the burden of establishing the contrary rests
upon the party asserting jurisdiction.”ld. (internal
citations omitted).

There is no basis alleged in the pending motion
for the exercise of federal jurisdiction. The motion
clearly implies, however, that jurisdiction exists be-
cause there is a pending administrative proceeding
before the USPTO, from which a “subpoena” was
issued under Rule 45 of the Federal Rules of Civil
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Procedure on a third party residing in the Southern
District of Florida, and as would ordinarily occur in
a case pending before the Court a party can seek ju-
dicial relief under Rule 45 and, more generally,
Rule 26 of the Federal Rules.

That implied basis for jurisdiction treats this
case as an ordinary miscellaneous action arising
from a motion to quash a subpoena related to a pro-
ceeding pending before another district court. Un-
der Rule 45(a) of the Federal Rules, without ques-
tion, this Court would have jurisdiction to entertain
a motion to quash a subpoena issued out of this
District in an action pending before another Dis-
trict. But that is true only if there is a pending ac-
tion before a federal court with federal subject mat-
ter jurisdiction. See Olcott v. Delaware Flood Co.,
76 F.3d 1538, 1552 (10th Cir.1996).

Here, however, there is no pending case before
another federal court that has subject matter juris-
diction over the parties and the litigation. Con-
sequently, there is no jurisdiction purely under the
provisions of Rules 26 or 45 for counsel for Diageo
Brands to issue a Rule 45 subpoena, nor any juris-
diction for counsel for Compania Licorera to move
to quash that subpoena.

That conclusion then leads to Rule 81 of the
Federal Rules. Subsection (a) of that Rule provides
what proceedings “[these rules” (obviously includ-
ing Rules 26 and 45) are governed by the Rules.
There is no provision in the Rule for applying Rule
45's provisions whenever a subpoena issued in con-
nection with an administrative proceeding. To the
contrary, Rule 81 only provides that the Federal
Rules apply “to proceedings to compel the giving
of testimony or production of documents in accord-
ance with a subpoena issued by an officer or agency
of the United States under any statute of the United
States except as otherwise provided by statute or by
rules of the district court or by order of the court in
the proceedings.”

*3 In cases involving proceedings before the
USPTO, the applicable statute that triggers jurisdic-
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tion to “compel the giving of testimony” is 35
US.C. § 24:

The clerk of any United States court for the
district wherein testimony is to be taken for use in
any contested case in the Patent and Trademark Of-
fice, shall, upon the application of any party
thereto, issue a subpoena for any witness residing
or being within such district, commanding him to
appear and testify before an officer in such district
authorized to take depositions and affidavits, at the
time and place stated in the subpoena. The provi-
sions of the Federal Rules of Civil Procedure relat-
ing to the attendance of witnesses and to the pro-
duction of documents and things shall apply to con-
tested cases in the Patent and Trademark Office....

A judge of a court whose clerk issued a sub-
poena may enforce obedience to the process or pun-
ish disobedience as in other like cases, on proof that
a witness, served with such subpoena, neglected or
refused to appear or to testify.

Indeed, the discovery rules of the USPTO ex-
pressly refer to this statute as the basis upon which
a party can seek to compel the attendance of wit-
nesses for deposition in matters pending before the
agency. 37 CFR. § 2.120(b) ( “Discovery depos-
ition within the United States.”). Significantly, the
USPTO's rules also include a provision for adjudic-
ation of motions for protective order filed by parties
to the proceeding, consistent with Rule 26(c) of the
Federal Rules of Civil Procedure. Id.§ 2.120(f).

This Court's jurisdiction is thus limited to the
express provisions of Rule 81, 35 U.S.C. § 24, and
in accordance with the discovery procedures con-
templated by the USPTO's discovery rules. The
Rule adopted in the Eleventh Circuit requires that
the Court compel only that discovery contemplated
by the USPTO's discovery rules and within the
scope of discovery permitted by those rules. See
Brown v. Braddick, 595 F.2d 961, 966 (5th
Cir.1979) (adopting rules in First and Third Cir-
cuits); see also United States v. Anaconda Co., 445
F.Supp. 486, 487-88 (D.D.C.1977) (“The court has
but a limited role to play in the enforcement of ad-
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ministrative subpoenas. The scope of issues that
can be litigated in an enforcement proceeding is
narrow, because of the Government's interest in ex-
peditious investigation to carry out its congression-
ally mandated duties.”).

Given the limited nature of this Court's juris-
diction here, we must apply these principles strictly
to the facts presented. Clearly, had a third-party
witness refused to comply with the requirements of
a properly served Rule 45 subpoena in a USPTO
action, then this Court, as per Rule 81 and 35
U.S.C. § 24, would have jurisdiction to enforce that
subpoena. The pending motion, of course, does not
fall under that category.

Second, the converse also applies. A third-
party witness served with a subpoena under Rule 45
in a USPTO action may seek relief from the Court
that issued the subpoena to quash or modify the
subpoena on any ground permissible under Rule 45.
See, e.g., Brown, 595 F.2d at 966-68 (addressing
merits of appeal from denial of motion to quash
subpoenas issued under 35 U.S.C. § 24). And thus
the normal procedures that apply to third party wit-
nesses under Rule 45 would also be followed. The
witness may simply serve objections to the sub-
poena and be excused from compliance pending
disposition of a motion to compel, if filed before
the Court that issued the subpoena. See, e.g., Pam-
ida, Inc. v. E.S. Originals, Inc., 283 F.3d 726, 732
(8th Cir.2002); McCabe v. Ernst & Young LLP, 221
F.R.D. 423 (D.N.J.2004). Or, the witness may af-
firmatively move to quash the subpoena under Rule
45(c)(3).See, e.g., Nova Products, Inc. v. Kisma
Video, Inc., 220 F.R.D. 238, 241 (S.D.N.Y.2004).

*4 In this case the third party witness served by
the subpoena in question, Rum Marketing, did not
move to quash the subpoena. At best, the corres-
pondence or communications from its counsel to
Diageo Brands's counsel could be deemed a Rule
45 objection, which would then have obligated
Diageo Brands to move to compel and enforce its
subpoena if the objections were not otherwise re-
solved between the parties.
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Instead, the party to the USPTO proceeding
filed a motion to quash or alternative motion for
protective order. The reasons cited in the motion
are the lack of notice to the subpoenaed party, lack
of notice to the party, and attempted production of
“confidential information.” Even outside the scope
of the limited jurisdiction available under section
24, it is well settled that a party to litigation cannot
ordinarily file a motion to quash a subpoena before
the jurisdiction that issued it. Nova Products, 220
FR.D. at 241 (denying motion to quash filed by
party); Hertenstein v. Kimberly Home Health Care,
Inc.,, 189 FR.D. 620, 635 (D.Kan.1999) (same).

That principle is clearly true in cases under 35
U.S.C. § 24. As Brown held, a party has no stand-
ing to move to quash a subpoena issued under the
jurisdiction afforded by that statute unless the party
is in possession of the subpoenaed materials and
has a personal right or privilege that should be en-
forced to prevent the third-party witness from viol-
ating that right or privilege. 595 F.2d at 967.

The pending motion does not satisfy either of
these elements. There is no allegation that Compan-
ia Licorera has possession of the subpoenaed mater-
ials to confer standing upon it to move to quash the
subpoena. Nor has it sufficiently shown that any
privileged materials are in the third-party's posses-
sion. The only allegation in the motion is that the
documents are “confidential.” But that contention,
without more, is not enough to give rise to stand-
ing.Hertenstein, 189 F.R.D. at 635.

Additionally, Rule 45 contemplates quashing
or modifying a subpoena in response to the third-
party's claim that a subpoena calls for disclosure of
trade secret or confidential commercial informa-
tion, not the party's “confidential” information. And
only the subpoenaed third-party obviously should
have standing to raise that objection. There are, of
course, circumstances when the nature of the rela-
tionship between the party and the third-party could
confer standing on the party, such as a bank ac-
count holder whose records are subpoenaed from
the bank. No such argument is raised here that these
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entities were in a similar relationship.

Therefore, to the extent the third-party's confid-
ential information was being sought through this
subpoena, it was incumbent upon that third-party to
serve its objections or file a motion to quash. The
pending motion to quash, however, was not filed by
that entity with standing to do so. And, the very
narrow exception to the general rule has not been
shown to apply under the circumstances involved
here. Furthermore, other arguments raised in the
motion are clearly not within the scope of a priv-
ilege or right that the party can raise. Rum Market-
ing's inability to respond to the subpoena given the
time it was provided is clearly something that
should only be raised by Rum Marketing.See, e.g.,
Smith v. America Online, Inc., 2007 U.S. Dist.
LEXIS 1655 (M.D.Fla. Jan. 9, 2007) (citing Auto-
Owners Ins. Co. v. Southeast Floating Docks, Inc.,
231 FR.D. 426, 249 (M.D.Fla.2005)). That also
goes for the argument that the subpoena was over-
broad.

*#5 This conclusion is also buttressed by the
fact that the applicable discovery procedures that
govern this proceeding-that of the USPTO-clearly
provide a mechanism by which the party to the pro-
ceeding can seek relief before the body that has
plenary jurisdiction over the dispute. Subsection (f)
of the USPTO's discovery regulations clearly allow
Compania Licorera to file a motion for protective
order. That could have been done here in conjunc-
tion with Rum Marketing's objection to the sub-
poena. Had that occurred, the USPTO could have
addressed the substantive issues raised in that mo-
tion, and it would have been in a far better position
to do so than this Court that has far less knowledge
or involvement in the proceedings currently
pending. Compania Licorera's failure to follow that
procedure cannot be excused by this Court adjudic-
ating a motion to quash that is not contemplated in
Rule 81 or the governing statute that confers lim-
ited jurisdiction in this case. The general rule, that
clearly should also govern this limited proceeding,
is that the body that has plenary jurisdiction over
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the litigation is the body empowered to grant pro-
tective orders to control the scope of discovery in
the litigation. See, e.g., GFL Advantage Fund, Ltd.
v. Colkirt, 216 FR.D. 189 (D.D.C.2003).

Therefore, whether one looks at this matter as a
lack of jurisdiction to grant the particular relief re-
quested, or alternatively a basic lack of standing
under Rule 45, the inevitable conclusion is that the
relief requested should be Denied. The pending mo-
tion was not a motion filed by the subpoenaeing
party to compel compliance, nor was it filed by the
subpoenaed third party seeking relief from the bur-
dens imposed upon that third party in responding to
the subpoena. That denial is, of course, without pre-
judice to Compania Licorera pursuing this matter
with the USPTO. Even at this date a protective or-
der could certainly be obtained. But whether or not
the subpoena here should be modified or whether
the deposition should be rescheduled to accommod-
ate Compania Licorera are matters that should only
be addressed before the USPTO.™

FN1. This analysis also applies to Diageo
Brands. To the extent that the issues raised
in this motion are not amicably resolved,
Diageo Brands should respect Rum Mar-
keting's objections and address these mat-
ters before the USPTO. Only then should
Diageo Brands seek to compel compliance
with its subpoena. Otherwise, the Judge
that could be tasked to review a motion to
compel by Diageo Brands could decide to
transfer the case back to the USPTO. See
Goodyear Tire & Rubber Co. v. Kirk's Tire
& Auto Servicecenter of Haverstraw, Inc.,
211 FR.D. 658, 660 (D.Kan.2003) (court
that issues subpoena has discretion to
transfer subpoena-related motions to dis-
trict where action pending).

Finally, as the Court has disposed of the issues
in the pending motion based upon the limited juris-
diction it has under 35 U.S.C. § 24, we will not ad-
dress any other substantive arguments raised in the
motion or in the opposition filed by Diageo Brands.

Page 6 of 6

Page 5

II1. CONCLUSION

For the foregoing reasons, the Motion to Quash
in Whole or in Part, or the Alternative Motion for
Entry of a Protective Order [D.E. 1] is DENIED
without prejudice to the resolution of any related
disputes before the USPTO. Additionally, as all
matters pending before the Court were referred and
have now been adjudicated, there is no further basis
for this matter to remain open. Accordingly, the
Clerk of the Court is DIRECTED to close this case.

DONE AND ORDERED.
S.D.Fla.,2007.
In re Rum Marketing Intern., Ltd.
Slip Copy, 2007 WL 2702206 (S.D.Fla.)

END OF DOCUMENT
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From: Pietrini, Jill

Sent:
To:
Cc:

Thursday, February 21, 2008 7:02 AM
'Kane, Erik’
Eliseev, Andrew

Subject: RE: Transcripts for Rita Periman

Erik:

We know that there are no errata sheets in TTAB cases, but you still have to provide us
with notice of what changes were made. You can send us the corrected pages for each
transcript that was changed, and each time that the transcript changed, e.g., changes
between the 1st and 2nd versions, changes between the 2nd and 3rd versions. Thank
you.

From: Kane, Erik [mailto:Ekane@kenyon.com]
Sent: Thursday, February 21, 2008 9:58 AM
To: Pietrini, Jill

Subject: RE: Transcripts for Rita Perlman

Jill,

There are no erratta sheets as the Board does not allow them. | am however, checking with the court
reporter to see if they have some way (maybe through their text files) of creating a redline to show the
changes. If they can, | would be happy to send them to you, provided that you can similarly provide us
with some way of seeing any changes in your transcripts.

Thanks.

From: Pietrini, Jill [mailto:JPietrini@manatt.com]
Sent: Thursday, February 21, 2008 9:14 AM

To: Kane, Erik

Cc: Eliseev, Andrew; Merone, William

Subject: RE: Transcripts for Rita Perlman

Morning Erik -- that is fine to send to the DC office -- send to my attention. Also, please
make sure we have errata sheets to indicate whatever changes were made, particularly
since this is the third set of transcripts for Opposer's witnesses. I will let you know
about exhibits when I return to LA. Thanks.

Jill Pietrini

manatt | phelps | phillips
11855 W. Olympic Blvd.
Los Angeles, CA 90064
(810) 812-4325
jpietrini@manatt.com
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From: Kane, Erik [mailto:Ekane@kenyon.com]
Sent: Thursday, February 21, 2008 9:11 AM
To: Pietrini, Jill

Cc: Eliseev, Andrew; Merone, William
Subject: RE: Transcripts for Rita Perlman

Jill,

We actually have ready to go the finalized versions of all the transcripts. Rather than checking each one
to see if you received the correct version from the court reporter, we will send you final copies of all the
transcripts. You should have received exhibits for all the witnesses. As you indicated you did not receive
Periman's, | will have a copy set of her exhibits made for you. Let me know if you lack any exhibits for
the other witnesses.

Also, unless you indicate otherwise, we will serve these final copies of all transcripts and exhibits to your
DC office. Should it be to your or Andrew's attention?

- Erik

From: Pietrini, Jill [mailto:JPietrini@manatt.com]
Sent: Wednesday, February 20, 2008 6:22 PM
To: Kane, Erik

Cc: Eliseev, Andrew

Subject: Transcripts for Rita Periman
Importance: High

Erik:

As I mentioned today before the testimony deposition of Frank Lopez, it does not appear that
we received the testimony transcripts for Ms. Perlman, that were taken by Opposer U.S.
Chamber of Commerce. Can you messenger copies of the full transcript and the miniscript and
any exhibits used to our DC office tomorrow? Thank you.

Jill Pietrini

manatt | phelps | phillips
11855 W. Olympic Blvd.
Los Angeles, CA 90064
(310) 312-4325
jpietrini@manatt.com

IRS CIRCULAR 230 DISCLOSURE: To comply with requirements imposed by recently issued treasury
regulations, we inform you that any U.S. tax advice contained in this communication (including any
attachments) is not intended or written by us, and cannot be used by you, for the purpose of (i) avoiding
penalties under the Internal Revenue Code or (ii) promoting, marketing or recommending to another
person any transaction or matter addressed herein. For information about this legend, go to
http://www.manatt.com/circ230

IRS CIRCULAR 230 DISCLOSURE: To comply with requirements imposed by recently issued treasury
regulations, we inform you that any U.S. tax advice contained in this communication (including any
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attachments) is not intended or written by us, and cannot be used by you, for the purpose of (i) avoiding
penalties under the Internal Revenue Code or {ii} promoting, marketing or recommending to another
person any transaction or matter addressed herein. For information about this legend, go to
hitp://www.manatt.com/circ230
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Diane K.S. Shedd
K E N&Y D N Direct 202.220.4369
K E N Y D N dshedd@kenyon.com

LLP
Intellectual Property Law 1500!(Street‘NW
Washington, DC 20005-1257
202.220.4200
Feey FUT R Fax 202.220.4201

February 21, 2008

Via Courier

Jill M. Pietrini, Esq.

MANATT, PHELPS & PHILLIPS LLP
700 12th Street, NW, Suite 1100
Washington, D.C. 20005

Re:  The Chamber of Commerce of the United States v. United States Hispanic Chamber
of Commerce Foundation, Opposition No. 91/156, 321

Dear Jill:

Enclosed please find a copy of the deposition transcripts of testimony and corresponding
exhibits for the following:

Stephen Bokat
Patricia Cole

Karen Elzey
Christine Kanuch
Lydia C. Miles Logan
Lucia Olivera
Bradley Peck

Rita Perlman

The original transcripts and exhibits will be filed with the Trademark Trial and Appeal
Board.

Very truly vours,

Dandsto ey

Diane K.S. Shedd
Litigation Paralegal

New York Washington, DC  Silicon Valley www.kenyon.com



CERTIFICATE OF SERVICE
I hereby certify that copies of the deposition transcripts of testimony taken during
Opposer’s Testimony Period along with accompanying exhibits was served on the parties

or counsel on the date and as indicated below:

By Courier

Jill M. Pietrini

MANATT PHELPS & PHILLIPS, LLP
700 12" Street, N.W.

Suite 1100

Washington, DC 20005

Date: February 21, 2008

Daria A. Delizio

KENYON & KENYON LLP
1500 K Street, N.W.
Washington, D.C. 20005
Tel.: (202) 220 — 4200
Fax: (202) 220 -4201

Counsel for Opposer, The Chamber of
Commerce of the United States of America
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Diane K.S. Shedd
K E NSY D N Direct 202.220.4369
KENYON dshedd@kenyon.com
LLP
Intellectual Property Law 1500 K Street, NW
Washington, DC 20005-1257

202.220.4200
Fax 202.220.4201

February 21, 2008

Via FedEx

Jill M. Pietrini, Esq.

MANATT, PHELPS & PHILLIPS LLP
700 12th Street, NW, Suite 1100
Washington, D.C. 20005

Re:  The Chamber of Commerce of the United States v. United States Hispanic Chamber
of Commerce Foundation, Opposition No. 91/156,321

Dear Jill:

Enclosed please find pages of the deposition transcripts of testimony reflecting errata
changes for the following:

Stephen A. Bokat
Karen R. Elzey
Christine A. Kanuch
Lydia C. Miles Logan
Lucia H. Olivera
Bradley L. Peck

Very truly yours,

Diane K.S. Shedd
Litigation Paralegal

New York Washington, DC  Silicon Valley www.kenyon.com



CERTIFICATE OF SERVICE
[ hereby certify that pages of the deposition transcripts of Stephen A. Bokat,
Karen R. Elzey, Christine A. Kanuch, Lydia C. Miles Logan, Lucia Olivera and Bradley

L. Peck, reflecting errata changes, were served on the parties or counsel on the date and

as indicated below:

Via FedEx

Jill M. Pietrini

MANATT PHELPS & PHILLIPS, LLP
700 12™ Street, N.W.

Suite 1100

Washington, DC 20005

Date: February 21, 2008 ' g' 2

Diane K.S. Shedd

KENYON & KENYON LLP
1500 K Street, N.W.
Washington, D.C. 20005
Tel.: (202) 220 — 4200
Fax: (202) 220 - 4201

Counsel for Opposer, The Chamber of
Commerce of the United States of America
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52
business . We were looking for cases that had a
broad appeal to the wholae business community,. It
might be a challenge to an OSHA regulation or a
challenges to an EPA regulation that has an impact
on a broad cross-saction of thae business comamunity.

Q. So was it challenges to actual legislation or
proposed legislation?

A Well, it would be almost impossible to
challenga proposed legislation. It would be
federal government or state regulations, federal
government or state statutes, but it would be hard
to challenge something that was just proposad.

Q. Did the NCLC ever file a case on behalf of a
Hispanic based businesgss?

MR. COLBERT: Objection to the form of
the question.

A No, but we rarely ever filed on behalf of any
particular businegs. These ware gaenaearally done in

the name of the Chamber of Commerce of the United
Statas vaersus whomever it might ba.
Q. I understand, That's one component. The

other component 1s that you filad amicus briefasa.
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STEPHEN A. BOKAT

62
corporation, but wae probably spaend as much time,
effort and monay as we do with some of tha
cthaer affiliates.

Q. And when did the U.8. Chamber of Commecrce
start its support of the AACCLA?

MR. COLBERT: Continuing ebjection.
Beyond the scope of direct,

A I don‘t know. Very long ago, and it may even
have predated my arrival 30 yeara ago at the
Chamber.

Q. But you don’'t know whaen it first atarted?

A I doen'‘t know. It has had a relationship or
an involvement with the Chamber for a very lang
time . It‘s certainly in excess of 20 years, and it

may have predated my arrival at the Chamber in
1977.
Q. You mentioned something about the National

Chamber Foundation and research and then you said

seminarcs., What did you maan by that?
A Well, they conduct research. They contract
with researchara. They have their own staff that

does somae regsearch on various legislative igssues,
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they were responsive to your discovery requests
I'm sure they were produced. They may not have
been responsive. Ceartainly I do not recall you
discovery requests as asking for everything tha
mentionaed the U.3. Chamber of Commerce. I msan
that would be just an astronomical number of
documants and clips and other things, so I don'
recall that -- my recollection is not that your
discovery asked for anything that ganeral, but

may well have been produced.

Q. You're relying upon this, and by "you", the

U.S. Chamber, is relying upon this media in ord
to support your testimony that the U.S. Chambaeaer

Commerce is wWell known in business. Right?
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MR. COLBERT: Could you read the question

back, please?
(The record was read by the reporter,.

MR. COLBERT: I object to the questio

)

n

to

tha extent that it asks for communication of legal

s .

in

strategy as may be executad on behalf of the U.
Chamber of Commaercse. I object to the question
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EXAMINATION BY COUNSEL POR OPPOSER
BY MR. MERONE:

Good morning, Ms. Elzey.

Good moruming.
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Sure.
Karen R. Elzey.
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could get engaged with a young person Dby offering an
opportunity where a young person would cowme into the
busineass and watch or shadow a full-time amployee and
41¢arn about the 8skills neseded in that job.

Also through ICW wa've promoted ground hog
job shadow day, which is a national program that'as

done that Junior Achievement and others helped

sponsor . We brought young peoplae in from the Job
Corpae ceﬁtc%:. In tha area 4in the past, they actually
part;c;pntad‘ac the U.8, Chamber of Commercsa. They
participated not only within ICW, but also within
other departments of the U.S8S. Chamber .

Q. Are you familiar with aowmething called the

We have a partnership with the National
Work Readiness Council,. which 418 an organization that
has daeavelopaed a new credential for entry-lavel
workers . It was targeted at aindividuals who may have

ndividuals who may not have

o

dropped out of high school,
certifications that are recognirad in this country, or

dislocated workers.
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MS PIETRINTI: objection, f

A . This would have been distri
ering commsittee of the business odu
tnership. It would havae beaen distr
tners that were engaged in this net
mbers of Commerca, associations ot
porations, and the natural distribu

Business Civic Leaderaship Center
BY MR. MERONE:

Q. What do you mean by, th na
tribution paths?

A The membegrs within The han
ally receive documents done by he
o it was used for fundrai1sing a a

Business FEducation Network and =mak
pecasaible fund;aising.

Q. You mentioned the Businesgss
ter, which I thaink i1is referenced at
ument here.

What is the Business Civic
ter?

he

ti

tu

ba

af

t

Le

30
ndation.
ted to thae
tion
uted to other
rk, such as
r
on paths for
ral
r ©of Commerce

filiateasa.
y to introduce

connactions

vic Leadership

he top of thia

adership
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what

Busi

that

incl

U.8.

ita

asso

it‘s
Corxrp

the

Q. If you
that 1i8s?
g . PIE
A This 1is
ness Education
about 4060 peo
BY MR.
Q. Okay.
ude you?
A Yoo,
Q. Now, wea

Chamber ident

affiliate orga

Did the
ciate itaself w

M3, PIE
A, You.

Cn thae

listed as the

orate Citizens

Businese Educa

BY MR.

turn to page 547

TRINTI: Ob3jectio
tha attendee 1li
Network summit,

ple attended thage

MERONE :

If we look under

earlier discusa
ifieg i1tself wit
nizations 9such a
U.8. Chamber al
ith the« Business

TRINI: Objaeactio

front page of th
U.S8S. Chamber of

hip, and thaen on

9

n

a

h

9

n

-]

36

g, can you tell me

R lacks foundation.
t for the 2005
which indicates

conferencse .

e, that would

d ways in which thae
the activitaies of
ICW or BCLC.

o take stepas to

Education Network?

, foundation.

conference binder
Commerce Center for

the top, 1t listed

tien Network summBit.

MERONE :
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tine.

s?

nd continues to get rai

f rthe mewmber organizations

ddress the fact that 50
n this country do not ¢
BY MR. NERONE:

What you mean by, Engl

English languagse l@eqarn

s who are not native Engli

on

£fo

some other language. 1

ietnamese, but their rol

jr relates specifically
ija that we looked at ar
¢ that relate to No Cha
and the (NAEP) National
Progress, which 1is thae

r our report card.

MR. ¥MERONE: I have no

{Racessed at 11:28

sed t

58

o the top of

about how are we

percent of minority

omple

ish 1

ers a

sh sp

ound
ld Le
Asse

Ass99s

thing

te high school.

anguage

re thosse

eakers. They

1d be Spanish,
the school

comes up wWith
test scores and
Ft Behind, which
ssment for

sment data that

further at this
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intendsd

they re

Like do you know who th
the money 1in?
MR. HMERONE: Objectaion,

I have a general awaren

, but I'm not directly

work.

BY M8. PIETRINT:

Has anyone ever told vyeo

the U . 8. Chamber rece

for the Hispani

I've never heard anytha

Mas anyone at the U. 9.

ceived membership

the Hispanic Chamber

tion?

ship

not

Not that I'm awarse

Aad when you said,

feas”?
do 1

ICW 18 required to

a membership organizati

74

e wembers are that
vague .

ess of who aomse

-- that's not withan
u &t the U. 9.

ived memberahip feea
c Chamber of

ng about that, no.
Chamber ever ¢told
fees that were

of Commerca

receirved its own

ta own fundraising.

on .
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Q - 8o i1ns
funded DY fundrai
A . That's
Are YO
A Yes , I
Q. How ar
A I work
5Logan, on fundrai
Q. Arae Yo
fundraising to th
A Yes ., I
Q. Are an
bueinesses?
A Not th
Q. fave a
the ICW has recaen
by the #Hispanic C
A, Not th
Q- Have a
the fundraidling a
were any of themn
Chambaer of Commer

a

in

[e]

i

m .

Y

1

I*m aware of, no.

of the fundraising amounts
d -- were they intendaed fo
mber of Commerce?

I*m awara of, no.

of the membership -- have
unts that the ICW has rece
tended for receipt by thae

75
d of membership fees the ICW 18
g from various businessas?
rrect.
nvolved in that in any respect?
ou involved in that?
th my co-exacutivse director, Lydia
g -
ware of the donors that provide
CW?

f those donors

Foundation?

#ispanic-based

that

r receipt

any of
ivad - -

Hiepanic
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that

has

Thosae

Preparation,

Corps

don ‘¢t

A .

Q.

A .

w
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as d

have

Q.

A .

Q.

A

prog

ocutlined e

would

to do

cost

that

grants,

They could
ime , we cho
icate thelr

How does I

have wmnesber

That's cor

What do yo

one under C
whic
been fedsr
CWP ims thae
Predaecesso
the pred
What do yo
I mean, fo
ram, CWP wr
xactly what
. The Depa

work, and

be viewed as a
osea to work with
efforts but we

about getti

effortsas,
contain
h have spaecific d
al grants in many
predecessor?
Cantaer
ICWwW.

u mean by, spaecif
r exauple with
grant to
we would do
Labor

rtment of

vld only use

o]
]

W e

exhibit 7,
Job Corps
and how

then

124

compeatitor. At

them 20 that wse

support their
ng its -- I know
much of the work
uaed under ICW

eliverablaes.

casaesn .

for Workforcae
ic deliverables?
the Job
that
much 1t
funded CWP

that money ¢to
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more authorizat
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bility for certa
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Yasg .
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t's Advisory Gro
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membership calle

nd to represent
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al

member

up
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d ¢t

the

a m

Membership Program,
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ions and we have me

commercea .,

promoted.

same . It’'’s morae,
whan I was
ed, I baelieve,

aspaects of U.S.

e, describe a 1

the U.S. Chambe

levels of membae

ship is what we

and National 2Ac

ies. We have a
~cap . And then
he Small Businae
smaller compan

embership class
which i
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ave memberships
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i
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call ou
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10
gstate chambers of commerce and associations,
whereby, the U.S$S. Chamber s8igns an agreement with
one of those organizations and the U.S. Chamber
provides freae U.S. Chamber membership to the
membars of those organizations.

Q. Are the members of those organizations
individuals or businesseaes?

A Businesses.

Q. So as an example, the number 6,674 in the
column 2004. What does that represent?

A . That represents 6,674 individual

businesses.

Q. Now, I'll also note that there you have
a@astimated numbers for associations and chambers of

commerce prior to 2004 and after 2004 they appear to

be not estimates; is that correct?
A Yas .
Q. Could you please describe for the record

why that is?
A . Wa converted the small businesses and
associations and chambers over to a new system at

the end of 2000. We are -- our focus was on the
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small business side,

was, and developing

We began

2004 the assoc

of on

commerce. I had tho

pulled these numbers

Q. Do you ha
distinction between
commercae, ags you'va
Kanuch Number 1.

A Yes.

Q. Could you
that 318°7?

A An associ
single industry, whe
represent all busine
geographical region

Q. Could you
agssociation?

A The Natio

Manufacturxers.

Q. Could you

because that’'s wharae

reports there.

daeveloping reports in

ijations and chambers o

se reports available t

from them.

ve an understanding of

an association and a ¢

1igsted them on this do

describe for the reco

ation will typically r
reas a chambexr of comm
sses typically within
for a spacific group.
give us an exanple of
nal Association of
give an example, for

11

our volume

the middle
£
o me and

the
hamber of

cument,

rd what

epresent a

erce will

a

an

thae
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27
at Exhibit Number 1, but we're not waiving any

objections to this document.

The first catégory designated on this
document is8s the small business category. My
understanding is, from your testimony, that small
businesses are those whose revenuve is less than $10

million?

® 9 0 oW N

[
o Q

11
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16
17
18
19
20
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22

businesses

question

reveaeanus8

business

A . Correct.

Whaere did you obtain numbers for years

through 2006 for the category small businesses?

From reports that were generated in those

Is this a cumulative number for all small

that are members of United States Chamber

of Commercea?

MR. COLBERT: Object to form of the

as vague. You may answer if you can.

I don't kXxnow what you mean by cumulative.
By cumulative I mean every business whosasa

less than $10 million and is a membaer of

United States Chamber of Commerce, every such

is included in these numbers; is ¢that

VERITEXT/SPHERION DEPOSITION SERVICES
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of commerces that

Commerca can form

Chambar of Commeaer

memberships to th

chambers of comma
Q. And vyo
through 2003 ther
A . Correc
Q. Okay.
the federation pr
20067
A From m
Q. Can yo

management report

A It can

run up against th

numbexrs, basicall
It can take a for
information and p

senior managemaent
Q. So 1is

particular inform

33

are members of the U.S. Chamber of

a partnership with the U.S.

ce to provide free U.S. Chamber

e members of those asscciations or

rce .

u said that for the years 2001

@ are -- the program did not

t .

How did you obtain the numbars

ogram for the years 2004 through

anagement reports.

u taell me axactly what is a

taxe the form of queries that are

o database to summarize these

y count up the membership accounts.
m of where I’'’ve taken that
ut it in morae text to provide to

at the Chambar.

a management report a summary of

ation like numbers of members and
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woxrds Ch

may answ
A
somewher
Q.
percent
appearin
A .
Q.
A
shipping
Q.
what i3
A
Q.
and did
come up
A
Q.
publicat

A

52

ion. You

a

o threa

hat arae

mber?
ge and

rns .

percent,

ocumants

dy ¢to

amber of Commerce on them?

MR. COLBERT: Objection; foundat
er .

I would estimate that it would b
a in the two to thres percent range.

Werae those somawherein the two t
rangae subtractaed fron the numbers ¢t
g in this category or not?

They are included in this number.

Why are thaey included in this nu

W#aell, becausa I pulled the posta

figures directly from the tax retu

Your estimation of two to three
it based on?

My undergtanding of our businessgs.

Again, you did not look at any d
not have any discussions with anybo
with this estimate; correct?

Correct.

The category for printing and
iong,

Thaese numbers

waerae

obtainad fron

how did You obtain thesa numbersa?

the tax
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ation related,
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nd what are Yy
ICW?
ry respoonsibi
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vities, manag
racts , and ca
s of our miss

stata and local chamber
ry reprasanting ICW and
at timaes, particularly
eas on aducation and
nsored by corporatae
mbaers.

Okay. How, Ms., Logan
ute include the T.S.
and the U.S. Hispanic

§S. Hispanic

Chamber of

o

1
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i
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a
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a
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©
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ss our full

; wa did ona
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staff,
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hig

you

of

in

h school?
A I don
Q . You h
hte?
A Yas
Q . Do yo
did not take
A I do
Q . Was 1
A . I don
Q. You h

yeaxrs that yo

A I do

Q. pid vy
A I d4id
Q. How =a

college?

A At lae
Q. At lse
A . I don
Q. Are Y
A I am.

23
't racall exactly.
ave four years of high gschool
u know if thaere was ever a yaar that
a course in Spanish?
not.
t two yeaxs?®
't recall.
ava no referxrencae poiat on the anumberx
W took Spanish in high school?
not.
ocu take Spaniszh in college?
takae somae Spanish in collegae.
any courses in spanish did you takae
ast one.
ast one. Any more than one?

‘et recall.

ou of BRispanic or Latino dascent?
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30
that do the fund raising with you?
MR. KARE: Objection: Vvaguae.

A What do you mean by do the fund raising
with ma?

Q. RBxplain to ms how you'¥xa involveaed in the
fund raising for ICW.

A I help to creata budgets for the prograngs
that wa xrun and then solicit support from soma
wmembaers and some foundations and otherx sourcaes of
reavenuae to cover these avents.

Q. 3o you solicit funds from members and
then what was the other thing?

A privatae foundations and othar sources.

Q. Okay. Membaers of who?

A The U.S8S. Chamber of Commercse.

Q. Are any of thosse membars that you havae

solicited funds f

rom Hispanic-basad businesseaes?

mean it depends on

than 50

how

MR. KANE: Objection; vague.
AL I don't know. I
you define & Hispanic-based business .
Q. A businaess that is morae

owned by someonsa

of Hispanic descent,

percent

opaerated by
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38
join ¢the call.
Q. How ara you going to define work with?
I'm okay with that because it's your businaess, but I

just want to know how many chambers of commerce do
you work with during your employment at the U.S3.
Chamber o©of Commercse and whether that's visits or thae

calls or however you would define it 1is fine with

me .
MR. KANE: Objectioan:. vagua.
A I'm trying to clarify,. is that me
individually or whaen you say Yyou, you as ICWwW?
Q . You individually.
A I have called, I den't know, I can't

racall an axact number.

Q. Would it be morae than a hundred?
A No.
Q. S0 you've worked with lass than a hundred

chambers of commerce in the year and a half that

you've bean at the U.S. Chamber of Commarce?

A wWall, again, I want to be clear about
worked with, becausa workad with the way wse do our
work, we have a broad reach. It could be something

VERITEXT/SPEERION DEPOSITION SERVICES
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50
Q. Did BEN do anything in 1its marketing
efforts to target Hispanic-based businesses tO

participate in those monthly conferencse calls?

MR. EKANE: Same objection.
A . Not specifically.
Q. pid they do anything generally ¢to

encourage Hispanic-based businaessas to participate
in those monthly conference calls?
MR. KANE: Same objection.

A . We market to all members, so to thae
extent that therae could be membars of the U.S.
Chamber of Commerce o that arae Eispanic-ownad
businessaes or othar kinds, they are all free to join
the call.

Q. But nothing specifically targeted towards

a BHispanic-based business to participate in those

monthly conferencae calls,; right?
MR. KANE: Objection; vague.
A No.
Q. You talkaed on your direct examination
about annual summit. What i3 that?
A. Each year we have a national conference,
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atteandeas?

MR. KANE: Objection;, vague. Calls for a

lagal conclusion.

A Confuause? Could you restate 1it?
Q. Did any of the attendees that you mat
with at the 2006 summit, wWere any of them mistaken

as to where you woere enployed?

A . I have uno idea.

Q. No one said anything like, God, I think
you work for a different chamber of commercse or Just

had a different name entirely for your employerxr?

A . Not that I recall.
Q. pid anyona at the 2006 ICW Annual Summit
confusae where you workaed with the U.3. Hispanic

Chamber of Commexce?

MR, EKANE: Objection; vague, calls for a

legal comnclusion.

A I don ‘'t know.
Q. pid anyone mistakenly raefer to you at
that confaearence a3 being from the U.3. Hispanic

Chamber of Commerce?

MR. KANE: Objection: vague.
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Q -
direct tae
of the ac

reports o

asking vyo

difficult

systanmny .

while at

Q -

A
repoxt as
partnersh
called a
our joint
Q.
A,

education

Q.

64
OCkay. I'm just tryinmg to understand yvour
stimony on this, because you said that cnpae
tivities of BEN and now ICW was these
n aducation systems.
Se I don't know how many repoxrts. I'm
U how many reports. ¥ou can undexstand my

We have had onaea report on aeducation
Okay. And then you had other raports
BEN or ICW on e@ducation?
Yos .
How many of thosav?
We have, we did onae end-of-the-vyear
BEN on business and education
ips, and we have done another what could be

education;

report, another publication on

platform for education reform.
0o two plus the leaders and laggards?
Two plusgs leaders and laggards oaon

only.
Okay. Are you doing -- has BEN or ICW
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Q. pid you feel 1ike you didn’'t have enough
space when you were standing or =7

A . No .

Q. -- there was plenty of space?

A . 1 felt like I had plenty of spacae.

Q . And then Yyou said the title ofF this event
was the Noche Tropical?

A . 1t's Noche Tropical.

Q. #as there 2 thense associated with this
eveaot?

A . Other than the namse, oot really. 1t was
just a dancing fuad raiser, 9Silent avction.

Q. What does the name méan in Taglish?

A . Tropical night. -

Q. And then Mary's Canter, you said that was9
a nom-profit organization pased in the metro area
providing healthcare. Metro area is what?

A . Generally D.C. and the immediate
surrounding counties.

Q. Sg you're not talking about Metro

station?
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Q. Just the D.C. Metropolitan area?

A Yes .

Q. You said it provided healthcare and
saoccial services to those who can't afford it; ia
that correct?

A It provides healthcare and social
gservices -- I don't know the parameters of how they
define who they serve. Generally low-income
congtituents.

Q. How do you know that about the center?

A When I was working at the Kimsey
Foundation I had more information about them
spaecifically. I have not looked at anything about
their programs for a few yearme.

Q. And you alsoe testified on direct that it
includes the Hisgspanic community?

MR. KANE: Objection; vague.

Q. It services the Hisgpanic communicty?

A . They sSserve low-income families. I don't
know if they target any particular group.

Q. I'm not asking about target. I'm asgking

1f it includes the Hispanic community?
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A . I assi
Q. What w
A . I don'
was executive
Q Was sh
A She wa
program .
Q. Do you
mansagers at A
A At the
Q Yes
A Not th
Q As far
Access Americ
A Yes
Q Do you
A Yos
Q What w
A She ha
Q At Acc
A . She ha
balieve whaen

st

as

49
ed Rita Perlman.
Rita Perlmaan‘s title?
racall exactly. part of i1t, I believe,

irector of Access America.

also a manager of Access America?

By boss, 8o she had to deal with the

now if there Were any other directors or
eass America aside from Rita Perlman?
ame time?

I know of.

8 you Xxnow, she was the only director at
now if she had a boss at Access America?
his or her name?
a lot of diffarent bossea.
s America she had a lot of bosses?

differeont bogsses at different times. I

started she reported to Anita Barrera.
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Page 9
Whereupon, v
BRADLEY L. PECK,
éalled for examination by counsel for Opposer and
having been duly sworn by the Notary Public, was
examined and testified as follows:
| (Peck Exhibit Nos. 1
through 53 were marked
for identification.)
EXAMINATION BY COUNSEL FOR OPPOSER
BY MR. KANE:

Q. Good afternoon, Mr. Peck. For the

record, can you please state your full name?

A. Bradley Lynn Peck.

Q. Mr. Peck, where are you currently
employed?

A. The U.S. Chamber of Commerce.

Q. And what is your current role within the

U.S. Chamber of Commerce?

A. I'm the senior director of communications
publishing.

Q. And how long have you held that role?

A. Since the summer of 2005.

SR P RS re—
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1 Business Civic Leadership Center, our group did

2 the design and production of these two Websites to

3 include the Chamber co-brand and the Monster

4 Recruiting Through Professional Associations page,

> my group coordinated with Monster, the U.S. Chamber

6 of Commerce co-branded at the top of that page.

7 Q. Can you explain what co-branding means?

8 A. Co-branding, this page actually exists on
? the Monster.com site, which we have a partnership

10 with. We have a banner at the top of the page which |
11 includes links back to the U.S. Chamber site. |
12 The Institute for Organizational

13 Management also has their own branding, but they
14 include a U.S. Chamber of Commerce co-brand with

15 1inks back to the U.S. Chamber of Commerce main site E
16 at the top. And the Business Civic Leadership
17 Center site also has its own brand name with U.S.

18 Chamber of Commerce branding at the top with links

19 back to the Website.
20 Q. Who is responsible at the U.S. Chamber
21 for the co-branding?
22 A. The publishing group, which I oversee, is
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Page 57

A. Neal Hare.

Q. Then in the summer of 2005 you were
promoted to the senior director of communications
and publishing; correct?

A. I was actually made the director of
communications and publishing. The decision was
made to merge the Web team with the art department
as part of a publishing group. And at that time Mr.
Hare left the Chamber and the media department was
also folded into the communications group and Lindé
Rossett took over. I was director of communications
publishing then. I was promoted to senior director

in January of this year.

Q. Do you report to anybody at that
department?

A. I report to Linda Rozett.

Q. What i1s her title?

A. She's the senior vice president of
communications.

Q. What does the art department exactly do?

A. The art department?

Q. Yeah.
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resolution of Opposer’s four motions to quash pending before a federal district court for

the District of Columbia.

Respectfully submitted,

Date: February 27,2008 /s/]ill M. Pietrini
Jill M. Pietrini
Andrew Eliseev
MANATT, PHELPS & PHILLIPS, LLP
11355 W. Olympic Blvd., 10th Floor
Los Angeles, California 90064
(310) 312-4000

Attorneys for Applicant
United States Hispanic Chamber
of Commerce Foundation
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